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I.
RECENT AMENDMENTS TO THE MEXICAN PATENT SYSTEM AND PHARMACEUTICAL PATENTS.

A.- Genetic Resources, Indigenous Knowledge and Proprietary Indigenous Rights on Subject Matter (i.e. a Local Variety) Involved in a Mexican Patent Under the New Law on Sustainable Forestal Development.

B. Circumstances in Which a Party other than the Patentee May legally Apply for the Health Registration of a Medicament Comprising a Patented Substance or Active Ingredient.  New Regulation 167- bis of the Mexican Regulations on Health Substances.

C.-  IMPI Must Publish a List of Patents Involving Allopathic Medicaments Including the Pertinent Terms.  New Regulation 47 bis of the Regulations to the Mexican Industrial Property Law.

D.-  Circumstances in which a Third Party May apply for and Obtain a Non-voluntary Public Benefit License for a Patented Pharmaceutical Product.  New Article 77 of the Mexican Industrial Property Law.

Three sensitive issues of contemporary patent law are addressed for the first time in Mexican law applicable to patent rights.  Some of them appear in the patent statute, but others show up in other bodies of law where the average practitioner normally would not look for answers to questions that have to do with patent law.  We are talking about legislative changes that have an impact in patent law but that have been introduced through legislation and regulations dealing with health issues on the one hand, and environmental issues on the other, two sources of law that the patent person will have to take into consideration when discussing the way patent rights are obtained, exercised and enforced in this country as far as pharmaceutical patents are concerned.  The changes have to do with i. Proprietary indigenous rights on subject matter contemplated in a patent, ii. Health registrations for patented subject matter applied for by a party  other than the patentee and iii. Non-voluntary licenses.

In the course of the year 2003 various legal instruments have been approved or amended through legislative action as well as by presidential action in the form of regulations.  I am talking about four actions of this nature, all of which have in common the impact that each of them has in the way patent rights are enjoyed and exercised in Mexico with particular emphasis in pharmaceutical patents. These legal instruments are represented by the Mexican Industrial Property Law, the Mexican Regulations on Health Substances, the Regulations of the Industrial Property Law and the New Law on Sustainable Forestal Development.

A.- Genetic Resources, Indigenous Knowledge and Proprietary Indigenous Rights on Subject Matter (i.e. a Local Variety) Involved in a Mexican Patent Under the New Law on Sustainable Forestal Development.

Earlier this year, the Mexican Congress approved a new Law on Sustainable Forestal Development LSFD (Ley General de Desarrollo Forestal Sustentable), which was signed into law by President Fox on February 21, 2003 and published in the Official Gazette of the Federation on February 25, 2003, effective 90 days, i.e., 90 working days, after publication, namely  as from July 3, 2003.

The new Law is a complex legal instrument difficult to read, drafted in a way that the reader is often confronted with sources of doubt and imprecision as to what exactly intended the Mexican legislator with the adoption of some of the provisions contained in this new statute, particularly in the statutory provision addressing patent rights.    Expressed differently, in all what concerns patent rights, the new law is not a model of legal drafting with all the potential consequences that may follow this poor way of drafting a legal document particularly at the time the reader is involved in a situation requiring legal interpretation of a specific statutory provision.  As far as patent law is concerned, the law has been drafted in rather rough and vague terms as if the drafters did not know they were drafting a legal instrument that one day would have to be applied to specific situations.  This is not the raison d'être of this commentary, but rather the potential consequence contemplated in the new statute for patent owners that fail to meet the rare requirements contemplated therein consisting in the nullity of the patent.  Bearing this in mind, for purposes of this Newsletter, one should call the readers’ attention to what appears to be the provision of main interest to patent owners, namely Article 102 of the new Law the text of which is as follows:

	“Article 102.-  Activities consisting in gathering, assembling, collecting or using forestal biological resources,  whether for commercial or scientific purposes,  must include the acknowledgement of the rights of the indigenous communities on the property, knowledge and use of the local varieties.  Unless international treaty law on this subject establishes otherwise, the absence of this acknowledgement, shall be followed by the nullity of the registration and certifications of forestal genetic resources involved or the modified forms thereof, as well as of the patents obtained by natural or juridical persons.

When, in addition to the above, the parties involved intend to take advantage of the indigenous knowledge of native peoples and communities with respect to the forestal biological resources involved, such parties shall be compelled to acknowledge the proprietary rights over such knowledge as pertaining to the native peoples.  Additionally, an agreement executed between the applicant of the authorization referred to in Article 101 herein and the community who is the titleholder of the knowledge must be submitted.  The agreement must include an express indication in the sense that the applicant of the authorization has the prior, explicit and informed consent of the community.

Failure to meet the requirements referred to herein may be followed by the revocation of the corresponding permit.”


In turn,  Article 101 of the Law reads as follows

	“Article 101.-  Activities consisting in gathering, assembling, collecting or using forestal biological resources with a view to using such resources in activities involving research or biotechnology, require the authorization on the part of the Ministry of the Environment and Natural Resources.

The authorization referred to herein shall only be granted after the applicant of the authorization substantiates to have the prior, explicit and informed consent in writing granted by the proprietor or possessor of the land where the forestal biological resources is located.

When gathering, assembling or collecting activities are performed by public entities pertaining to the Government whether Federal, State or Municipal, or by the owner of the resources involved, it will suffice to give notice in writing to the Ministry of the Environment and Natural Resources, including compliance with the applicable Official National Standards (Norma Oficial Mexicana).  The applicant must substantiate to have the consent of the forestal proprietor.”


Ideally, any change in the way Mexican patents have been applied for, prosecuted and granted, should have been incorporated in the patent statute and not elsewhere.  The fact is that the LSFD is a statute passed by the Federal Congress and published in the Official Gazette, and thus the provisions contained therein are the law in Mexico at this time.  This includes compliance with the requirements contemplated in the new LSFD including those of Article 102 consisting in submitting an express statement in the sense that the applicant of a Mexican patent acknowledges the proprietary rights of native communities in the situations addressed in Article 102, first paragraph, which are far from clear, but that include the presence of a local variety in a Mexican patent application, whether simply disclosed or actually claimed, for the statute does not address this issue. The statute merely refers to a local variety in the context of Article 102, LSFD, this meaning a Mexican variety, presumably because the original source of the variety should be sought in the Mexican territory.

The statute contains an indication in the sense that failure to meet with certain conditions stipulated in Article 102, first paragraph may be followed by the nullity of the patent.   Conceivably the statute may be interpreted in more than one way.  One of these interpretations easily leads to the conclusion that failure to submit the acknowledgement of the rights of the indigenous communities on the property, knowledge and use of the local varieties  is penalized with the nullity of the patent.  Article 102 is not explicit as to the manner in which the applicant of a Mexican patent should meet this requirement whether at the time the application is filed with the patent office or elsewhere.

It goes without saying that the new provisions are far from clear and precise.  The way such provisions have been drafted leaves ample room for argument, discussion and speculation on the way in which same should be interpreted and applied.  Clearly, this is not the place to expand on these complex questions.    Advice should be sought in decision-making proceedings involving these issues, particularly in those situations involving patent applications filed in Mexico after July 3, 2003 that include or may include the subject matter recited in Article 102, first paragraph of the new Law that may qualify as a local variety under the rare criteria broadly and vaguely contemplated in Article 102, first paragraph above quoted.  It is submitted that in such cases, applicants should seek legal advice as to the actual or potential impact of the new provisions on the question of the validity of the patent addressed in Article 102, first paragraph of the new LSFD, and more specifically on the question of how to comply with the requirements contemplated in this provision, if it appears that the applicant is in a situation involving the obligation to meet Article 102, LSFD requirements.
B.-  Circumstances in Which a Party other than the Patentee May legally Apply for the Health Registration of a Medicament Comprising a Patented Substance or Active Ingredient: New Regulation 167- bis of the Regulations on Health Substances.

i.-  General Rule: Third Parties May Apply for the Health Registration of a Medicament Comprising a Patented Substance or Active Ingredient While a Patent is in Force Only with the Consent of the Patent Owner.

ii.-  Exception: Third Parties May Apply for the Health Registration of a Medicament Comprising a Patented Substance or Active Ingredient Without the Consent of the Patent Owner Within the Last Three Years of the Patent Term.

The Amendments to the Regulations on Health Substances (Reglamento de Insumos para la Salud) address two basic issues of Health Law and Patent law.  First, the question of whether or not a party other than the patentee or a licensee is legally entitled to apply for and obtain a Health registration for a drug comprising a substance or active ingredient covered by a patent without the patentee’s consent, on the one hand; and second, the time within which interested parties may apply for the Health registration of a product while a third party’s patent is in force without the consent of the patentee. 

The first of these two questions is answered in the sense that third parties other than the patentee are entitled to apply for the Health registration of a medicament comprising a substance or active ingredient only with the consent of the patent owner.  New Regulation 167 bis sets forth a procedure for such purpose including the way in which the Health authorities and the Patent Office must proceed and coordinate themselves in such cases.  If, however, the application for the Health registration is filed by third parties within the last three years of the term of the patent, then the patentee’s consent is not required. The Health Registration, however, would be granted only after expiration of the patent. The question of whether this three-year term is compatible with international precedents in the context of the dispute settlement mechanism of WTO-TRIPS-GATT is beyond the aim of this Newsletter.  Suffice it to say that, in the past, when a WTO panel has addressed not totally dissimilar issues in a situation involving Canadian patent law, all what the panel said was that it was all right to apply for the Health registration within the six-month period prior to the expiration of the patent.  New Mexican Regulation 167 bis indicates that it is all right to apply for the Health registration within the three-year period preceding the expiration of the patent.

On September 15, 2003 President Fox signed a Decree whereby the Regulations on Health Substances are amended including the adoption of a new Article 167 bis, which for the first time addresses these two issues.  The Decree dated September 15, 2003 was published in the Official Gazette of the Federation on Friday, September 19, 2003.  The text of new Regulation 167 bis is as follows:

	“Regulation 167 bis.-  The applicant for the registration of an allopathic medicament must attach to the corresponding application the documents attesting that such applicant is the titleholder of the patent for the substance or active ingredient, or that the applicant is the beneficiary of the corresponding license. The patent or the license must be recorded with the Mexican Institute of Industrial Property (IMPI).

Alternatively, and pursuant to the list of products contemplated in Article 47 bis of the Regulations to the Industrial Property law, the applicant may proceed by stating under oath that the applicant meets the requirements set forth in applicable law with respect to the substance or active ingredient identified in the application.  In this case, the Ministry of Health will immediately request the technical cooperation of IMPI in order for IMPI to determine whether or not third party rights are infringed. This determination must be made by IMPI within a ten-working day after the date on which the request for technical cooperation is received by IMPI.  In case IMPI finds that that there are third party rights in force for the substance or active ingredient where the applicant of the Health registration is neither the titleholder of the patent nor the licensee, IMPI shall advise the Ministry of Health accordingly, in order for the Ministry of Health to warn the applicant of the Health registration who should be granted a term to be set by the Ministry of Health which may not be shorter than five working days as from the date when the respective papers are served upon the applicant, in order for the applicant to produce evidence in the sense that the applicant is either the titleholder or the licensee of the patent.  If the applicant does not produce the necessary evidence within the term provided for such purpose, the Ministry of Health shall reject the application and shall advise the applicant accordingly including the reasons thereof, in order for the applicant to combat the rejection with the competent authorities if that is the applicant’s will.   IMPI’s failure to answer within the ten working day period referred to herein shall be construed as an answer in favor of the applicant of the Health Registration.

Bearing always in mind the criteria contemplated in the two preceding paragraphs, a third party will be entitled to apply for the Health registration for a generic with respect to a medicament whose substance or active ingredient is covered by a patent, with a view to performing the pertinent studies, tests and experimental production, within a three-year period prior to the expiration of the patent.  In this case, the Health registration will be granted only after expiration of the patent.

The information referred to in Articles 167 and 167 bis herein regarded as confidential information or reserved information pursuant to applicable law including treaty law, shall be protected against any disclosure to other private parties.”


C.-  IMPI Must Publish a list of Patents Involving Allopathic Medicaments Including the Pertinent Terms.  New Regulation 47 bis of the Regulations to the Mexican Industrial Property Law.

Applicable law both domestic (Article 8, IPL) and international (Article 12, Paris Convention) already contemplates the obligation of the Mexican Patent Office, i.e., of IMPI, to publish certain information with respect to patents in general.  The latter notwithstanding, the same Decree signed by President Fox on September 15, 2003 referred to above, provides for the obligation of IMPI to publish in the Industrial Property Gazette a list of issued Mexican patents the subject matter of which involves allopathic medicaments that should be the subject of patent protection in Mexico pursuant to the respective substance or active ingredient.  The Decree provides that the list should also include the term of each of the patents included in the list.  This has been done by inserting a new Regulation 47 bis in the text of the Regulations to the Industrial Property Law, specifically the first paragraph thereto. 

Under new Regulation 47 bis, second paragraph, the list should also include the relationship between the generic name and the pharmaceutical identity of the substance or active ingredient, as well as the nomenclature or way of identification in the pertinent patent, which should match with the name with which the substance is known at an international level. 

A totally unnecessary text is inserted in the last paragraph of new Regulation 47 bis  in the sense that in case of controversy on the subject of the true legal titleholder of the patent, the parties may agree to settle the dispute through arbitration pursuant to Mexican commercial law.  This is unnecessary and useless because this is not a binding provision, and also because the parties may wish to settle the dispute through the dispute settlement mechanism they choose, irrespective of what is said in the last paragraph of New Regulation 47 bis.

D.- Circumstances in Which a Third Party May Apply for and Obtain a Non-voluntary Public Benefit License for a Patented Pharmaceutical Product: New Article 77 of the Mexican Industrial Property Law.

During the twelve years that the Law of Industrial Property of 1991 (IPL) has been in force, same has been subjected to various amendments, including the Amendments of 1994, 1997 and 2003.  Unlike the amendments implemented in the past, which included either modification or adoption of numerous statutory provisions, this time the reform focused in one single provision represented by the new text of Article 77 of the statute.  The original text of Article 77 read as follows:

	“(OLD) Article 77.-  In situations of emergency or national security, and for as long as they remain, the Mexican Institute of Industrial Property (IMPI) may determine that the exploitation of certain patents may be carried out through public benefit licenses, which should include a declaration to that effect that shall be published in the Official Gazette.  IMPI will be empowered to proceed as indicated herein in those cases where IMPI’s failure to proceed in such a way prevents, difficults or makes more expensive the production, supply or distribution of basic supplies and provisions for the population.

In the grant of these licenses, the proceedings referred to in Article 72, second paragraph herein, shall be observed.  Public benefit  licenses shall not be exclusive nor transferable.”


On Friday, January 16, 2004, President Fox signed into law the pertinent decree which was published in the Official Gazette of the Federation of  Monday, January 26, 2004.  Pursuant to the text of the only transitory provision contained in this Decree, the new text of Article 77, IPL is in force in Mexico as from Tuesday, January 27, 2004.

The new text of Article 77 of the Industrial Property Law published in the Official Gazette of the Federation in force as this time, reads as follows:

“(NEW) Article 77.-  In situations of emergency or national security, and for as long as they remain, including serious diseases requiring attention on a priority basis according to the General Health Board  the Mexican Institute of Industrial Property (IMPI) may determine that the exploitation of certain patents may be carried out through public benefit licenses, which should include a declaration to that effect that shall be published in the Official Gazette of the Federation.  IMPI will be empowered to proceed as indicated herein in those cases where IMPI’s failure to proceed in such a way prevents, difficults or makes more expensive the production, supply or distribution of basic supplies, provisions or medicaments for the population.

In situations involving serious diseases that are the source of an emergency or that jeopardize national security, the General Health Board will make the declaration that the situation deserves attention on a priority basis, either ex officio or at the request in writing of national institutions specialized in the disease, that are duly recorded as such within the Board.  The declaration of the Board shall reason the need of a declaration focusing a situation deserving attention on a priority basis.  Upon publication of the declaration of the Board in the Official Gazette of the Federation, pharmaceutical companies may apply for the grant of a public benefit license with IMPI.  The license shall be granted by IMPI after hearing the parties as early as possible according to the opinion of the Board within a term that shall not exceed 90 days as from the date when the application is filed with the Institute.

The Ministry of Health shall set the conditions relative to production, quality, duration and field of application of the license, and shall issue a resolution on the technical ability of the applicant.  After hearing both parties, IMPI shall establish a reasonable royalty payable to the patent owner.

The grant of the patent may include some  or all of the prerogatives of the patentee contemplated in Article 25, sections I or II of the Law.

Except in the situations involving the licenses contemplated in the second and third paragraphs of this Article, the proceedings contemplated in the second paragraph of Article 72 herein shall apply in situations involving the grant of public benefit license.  None of the licenses referred to in this article will be exclusive or transferable.”
Public benefit licenses already existed in the statute even before the amendments of 2003.   Public benefit licenses are introduced into Mexican patent law backwards in 1975 with the enactment of the Law on Inventions and Marks, and were also adopted by the legislator of 1991.  While non-voluntary licenses have existed in Mexican patent law for almost thirty years, they have been rarely used and no true trace exists regarding the actual grant of one.   In view of the legislative history of this bill and the factual circumstances surrounding it, this may not be anymore the case with the non-voluntary license system introduced by new Article 77, IPL.

In fact, the origins of the new text of Article 77 should not be sought in a bill of amendments introduced to amend Article 77 in late 2002.  The roots should be sought in a bill of amendments introduced by the greens (Partido Verde Ecologista de México) on December 13, 2002 to amend Article 23 of the IPL to have the 20 year term applicable to patents as contemplated in such provision reduced to a 10 year term in situations not totally dissimilar to those now read in new Article 77 for a grant of a public benefit license.

When the Mexican Association for the Protection of Intellectual Property (AMPPI) and the Intellectual Property Committee of the Mexican Bar learned of the existence of this bill, the topic was included in the agenda of the work of the respective groups.  Questions on the difficulty to reconcile the bill with international obligations contained in TRIPS and NAFTA were immediately raised.  Perceptibly, these questions reached the ears of the members of the various Commissions within Congress responsible of the study of the bill, who finally decided against the approval of the bill and actual submission of same to the assembly, the way it had been introduced by the greens to reduce the patent term from 20 years to 10 years.  Therefore the greens did not achieve the reduction of term, the legality of which could have been easily challenged with the federal courts on the basis of the recent Supreme Court decision which sustains that in case of contradiction between international law and domestic law, international law should prevail (see TRATADOS INTERNACIONALES. SE UBICAN JERÁRQUICAMENTE POR ENCIMA DE LAS LEYES FEDERALES Y EN UN SEGUNDO PLANO RESPECTO DE LA CONSTITUCIÓN FEDERAL. Amparo en revisión 1475/98. Sindicato Nacional de Controladores de Tránsito Aéreo. 11 de mayo de 1999. Unanimidad de diez votos. Ausente: José Vicente Aguinaco Alemán. Ponente: Humberto Román Palacios. Secretario: Antonio Espinosa Rangel.Novena Época Instancia: Pleno. Fuente: Semanario Judicial de la Federación y su Gaceta. Tomo: X, Noviembre de 1999. Tesis: P. LXXVII/99 Página: 46).  It thus appears that the amendments to the text of  Article 77 instead of Article 23, was a compromise.  The 20 year term remains, but a non-voluntary license, i.e. a public benefit license, may be applied for at any time not anymore in the vague circumstances already contemplated in the original text of Article 77.  Instead the amendments to Article 77 address now in a more specific terms the specific circumstances in which a public benefit license may be applied for and granted when a pharmaceutical product is involved.

Unlike the situation that existed in the past, where virtually no public benefit license was ever granted, at present it is conceivable to have applications for non-voluntary licenses filed by companies both domestic and foreign involved in this business, particularly by the local companies whose interest were represented by the greens who spent huge amounts of money in advertising and discrediting opinions adverse to theirs on this subject.  Presumably these will be the first companies who will attempt to obtain non-voluntary  licenses in the situations contemplated in new Article 77. 

II.
AMENDMENTS TO THE MEXICAN COPYRIGHT LAW.

On July 23, 2003 a Decree of Amendments to the Mexican Copyright Law of 1996 was published in the Mexican Official Gazette of the Federation, including a number of changes to the Mexican system protecting authors' rights and neighboring rights. Regulations in line with the new provisions should be issued within  ninety days counted as from the effective date of the Decree of Amendments.  At the time of this writing, this has not yet taken place.  In the following paragraphs I present a selection of the most relevant amendments which are in force in Mexico as from Thursday, July 24, 2003.  

A.  AUTHOR’S RIGHTS.

1.-  Life Plus 100.

In the last years Mexico has systematically increased the term of duration of copyright, specifically the term of the economic rights pertaining to authors’ rights, from life plus 50 in the Law of 1956 as Amended in 1963 up to life plus 75 in the Law of 1996; and now the Reform of 2003 has added 25 more years to the term of protection of economic rights consisting in life of the author plus 100 years after the author’s death (new Article 29, I, MCL).

2.-  Arrangements.

The first paragraph of Article 78 has also been amended to incorporate a provision in the sense that works of art that have been subjected to an arrangement, amendment or modification by a party other than the copyright owner, can only be exploited with the express authorization of the copyright owner and, when applicable, of the party that may exercise the moral rights relative to the right of the author to oppose to any modification or mutilation of the work as well as to any action that could affect in a negative way the reputation of the author.

3.-  Works made for hire.

Article 83 of the Law of 1996 provides that, unless otherwise agreed by the parties, the party entrusting an author with the creation of a work, that is to say in situations involving a work made for hire, such party entrusting the creation of the work will be regarded as the titleholder of the economic rights as well as of certain moral rights referred to therein.  This same provision of the original Law of 1996 stipulates that the creator of a work made for hire will have the right to be identified as the author or, when applicable, as the performer of the work or part of the work involved.

The Reform of 2003 has introduced a new Article 83 bis to indicate that, in addition to the rights already contemplated in Article 83 in favor of creators (authors) and performers in situations involving musical works made for hire, they will also have the right to obtain a royalty for the public reproduction or performance of the work involved in terms of applicable law (i.e., of Articles 26 bis and 117 bis of the Law).

4.-  Photographers and their works.
The original text of Article 86 provided that professional photographers were allowed to exhibit their works, specifically their works made for hire, only with the respective authorization.

New language has been added to the text of Article 86 in the sense that this authorization shall not be required when the purposes of the exhibition of the works of the photographer are restricted to cultural and educational situations, as well as when the publications involved do not have a business purpose.

5.-   The Right to Reproduce a Photograph for Business or Commercial Advertisement Purposes Requires the Express Authorization from

 the Copyright Owner.

Article 88 of the Law of 1996 already provided that the right to reproduce certain visual works such as pictures, sculptures or other graphic works, unless otherwise established by the parties, did not include the licensee’s right to reproduce the work in any type of article whatsoever nor the right to use the pertinent products for commercial advertisement purposes.

Expressed differently, whenever the reproduction of a picture, sculpture or a graphic work is aimed at a business or a commercial advertising purpose, the parties should expressly refer to this objective in the respective contract, otherwise the licensee will be prevented from allocating these uses to the reproductions of the work.

The new text of Article 88 has limited to simply add the expression photographs to the list of works already contemplated in the original text of Article 88.

As it will be noted below, in this case, the drafters have proceeded in a not totally dissimilar way to that adopted in the case of the amendment to the text of Article 27, I.

6.-  Droit de suite or Re-Sale Right.

A new Article 92 bis has been introduced in the Reform of 2003, which contemplates a right in favor of authors and their successors known by the French expression droit de suite.  The droit de suite of new Article 92 bis contemplates the right of the author of a work of art pertaining to the world of plastic arts --such as a painting or a sculpture-- to obtain a percentage from the re-sale price of a work of the author.  It is the seller of the work of art who must pay the author this percentage from the final price.  Contrary to the practice followed in the laws of other countries that also provide for a droit de suite in favor of authors and their successors, the Mexican statute does not refer in an express fashion to the percentage from the final price of the work that must be paid to the author, that is, the Mexican statute does not identify the amount that should be paid to the author.  Instead, the Reform refers to a procedure to be followed at the Mexican Copyright Office where the percentage is set by the authority pursuant to the criteria contemplated in the statute which includes the obligation to take into consideration the practices in the industry as well as the amounts paid to authors in other countries in similar situations. This procedure includes the right of the interested parties involved to be heard with respect to the amounts that should govern the implementation of the droit de suite, including the right of the collective administration organizations to submit arguments.

Not all re-sales of somebody else’s work are subject to the droit de suite, but only those expressly contemplated in the statute, namely, re-sales that take place:

i. in a public sale (auction),

ii. through a commercial establishment or

iii. in transactions which include the presence and participation of a business-person or broker.

The individuals responsible of the operation of a public sale as well as those who run a commercial establishment where this sort of transactions take place and the brokers themselves who have had a participation in the re-sale, are under the obligation to inform about the transaction, that is, about the re-sale, either to the corresponding collective administration organization, to the author or to the successors of the author.  This should be done within a two-month period.  These individuals are compelled by law to cooperate with the recipients of the information in the determination of the amount owed to the author or the successors of the author as a result of the re-sale.  The individuals and businesses who participate in the transactions referred to herein are considered legal custodians by operation of law, that is to say, legal custodians of the amounts owed to the beneficiaries of droit de suite.

In addition to works of art pertaining to the world of plastic arts, authors of photographs and authors of original manuscripts of literary and artistic works can also benefit from droit de suite.  Express provision exists in the sense that works of applied art are excluded from droit de suite.

While the statute is not explicit about the fact that droit the suite applies only to originals, i.e., to original works of art, the nature of things attests to it.  This is what droit de suite is all about.  It does not make sense to impose to the seller of a copy or reproduction of an original the burden of droit de suite. The latter notwithstanding, the original text of Article 90 of the Law of 1996 addresses a situation somewhere in between when providing that for purposes of the statute, all the copies of an original work pertaining to the world of graphic arts are considered originals, provided each copy has been numbered and provided further each copy has been signed by the author. In the Reform of 2003 the text of Article 90 remained the same, but the drafters added photographs as works pertaining to the legal situations referred to in such provision.

For the above follows that original works of art as well as numbered and signed copies of a work of art pertaining to the world of plastic arts including photographs, are subject to droit de suite under the Reform of 2003.

Beneficiaries of Droit de suite are legally prevented from relinquishing to exercising same, i.e., droit de suite is a right not subject to withdrawal.

As to the duration of the right,   Droit de suite can be exercised during the life of the author, and by the author’s successors during a one hundred-year term after the author’s death.

7.-  Works in the Public Domain.

The second paragraph of the original text of Article 78 of the Law of 1996 referred to the possibility that a work of art in the public domain be protected only with regard to the original features of a new version of the work.  The second paragraph of Article 78 included an indication in the sense that works protected in these circumstances would never be extended to the original work already in the public domain, further indicating that such limited copyright protection to a new version of a work in the public domain, could never be used as basis to prevent third parties from creating a different version of the work in the public domain.  The Reform of 2003 has eliminated this language by derogating the second paragraph of Article 78.  That is to say, in the amended text of Article 78, the second paragraph does not exist anymore.

8.-  Courts Having Jurisdiction to Hear Cases Involving

Copyright Controversies.
The drafters of the text of new Article 213 have introduced a new first paragraph (the old only paragraph is now the second paragraph) to indicate that federal courts have jurisdiction to hear controversies derived from the application of the Law, and that when such controversies are related exclusively to private interests, it will be up to the plaintiff to institute legal action with a federal court or with a state court including the courts of the Federal District who will also have jurisdiction to hear cases involving such controversies.  A similar provision already existed in the text of Article 145 of the Law of 1956 as Amended in 1963, which was deleted from the original text of the Law of 1996.

9.-  Copyright Infringement

     and Actions for Damages.

The text of new Article 216 bis, first paragraph of the Law provides that whenever a court allows a plaintiff to collect damages after such plaintiff has filed legal action in a copyright infringement situation, the minimum amount of damages that the plaintiff will be entitled to collect will consist in a forty percent of the last sale price of each infringing product or service involved in the infringement of any of the rights contemplated in the statute.

The second paragraph of new Article 216 bis provides that in those situations where it is not possible to proceed as per the first paragraph of Article 216 bis, the judge hearing the case shall make the pertinent determination relative to the amount of damages the plaintiff is entitled to collect by appointing the pertinent witness experts.

Not unlike the case of new Article 213, new Article 216 bis, first paragraph addresses issues which were eliminated by the drafters of the original text of the Law of 1996, but that they were already contemplated in Article 156 of the abrogated Law of 1956 as Amended in 1963.

10.-  Moral Damages and Moral Rights.

New Article 216 bis applies not only to cases involving legal action to collect damages in a classical sense, but also to cases involving copyright infringement situations involving what is known as moral damage pursuant to the notion introduced in Article 1916 of the Civil Code of 1928 backwards in 1982.  Yet, the drafters have restricted the possibility to collect moral damages to situations involving a violation of a moral right in the author’s rights sense (Article 21).  Moral damage in a civil sense (Article 1916 Federal Civil Code) and moral rights in an author’s rights sense (Article 21 Law of 1996 as Amended) are two notions that have little or nothing in common, a reality ignored by the drafters who obviously got confused with the terminology that is common to both institutions.  Before the Reform of 2003 , a plaintiff was entitled to collect moral damages as a result of a copyright infringement in situations totally unrelated to a moral rights violation in the author’s right sense.  Plaintiffs may still attempt to collect moral damages in such situations, yet not on the basis of the prerogatives and patterns contemplated in new Article 216 bis, but rather on the basis of traditional civil law, a distinction that litigants will have a hard time in explaining civil judges hearing civil cases not familiar with intellectual property issues in general including author’s rights issues of the nature raised by the drafters in the text of new Article 216 bis.

The confusion between moral damages and moral rights is not evident for the first time in the Reform of 2003.  The drafters of an amendment to the Law of 1956 as Amended in 1963 (Article 156, second paragraph) already included a similar text to that of Article 216 bis.

I am not saying that a moral damages situation cannot exist when a moral rights violation has taken place.  All I am saying is that a moral damages action should not be restricted to a situation involving a moral rights violation, for there are situations involving an economic rights violation, i.e., a typical copyright infringement situation, where the plaintiff may be entitled to collect both traditional damages for copyright infringement as well as moral damages for copyright infringement, even if no violation to a moral right was raised or  established by the plaintiff.

11.- Unauthorized Photographic Reproductions of Copyrighted Works of Art are Copyright Infringement.

The original text of Article 27 of the Law of 1996 contained an illustrative --not limitative--  recitation of means and ways to reproduce a work of art protected under the statute where the copyright owner was entitled to institute infringement proceedings when the reproduction was carried out without the respective authorization.  This illustrative list, however, did not refer in an express fashion to situations involving a photographic reproduction of the work, which is now included as part of the means and ways to reproduce copyrightable subject matter under the provisions of the statute.  It is not that before the reform,  photographic reproductions of a work were not considered as copyright infringement when performed without the corresponding consent.  Yet, this way to reproduce a work is now expressly mentioned in the new text of Article 27, section I of the Law.  Since the list of means referred to in the original text of Article 27, I is clearly illustrative and not limitative, one can only speculate as to the true need to amend this provision of the statute.  Presumably there is an experience where someone was serious about having the old text of Article 27, I construed in a rather limited and restricted way, a hypothetical move that will not be anymore available for a potential infringer.

This should not be confused with the notion contained in the statute in the sense that photographs as such are copyrightable subject matter as originally contemplated in Article 13, XII of the statute.  The new text introduced in Article 27, I has to do with the means used to reproduce a work in situations involving copyright infringement of copyrightable subject matter whether photographs or other works or art.

12.-  Unauthorized Reproductions Through Means  Known or Unknown at This time.

The old text of Article 27, III, e) already included a provision in the sense that any reproduction through any means whatsoever constituted copyright infringement when carried out without the consent of the copyright owner.  The reform includes an amendment whereby the expression “known or unknown at this time” is added to the expression already contained in the original text of this provision, thus the text of Article 27, III, e) of the Law of 1996 as amended in 2003 reads now:

Article 27.-  Titleholders of economic rights are entitled to authorize and to oppose to the following conducts:

III.-  The public broadcasting or radiodiffusion of their works, in any  fashion whatsoever, including the broadcasting or retransmission of works through:

e) any means whatsoever known or unknown at this time.

B.-  NEIGHBORING RIGHTS:

Performers, Producers of Phonograms and Radiodifussion Organisms (radiophonic broadcasting).

13.-  Performers.

A new Article 117 bis is introduced to indicate that the performers have a right not subject to relinquishment to obtain a compensation for the use or exploitation of their performances, where such use or exploitation is made with a business purpose whether direct or indirect, in situations involving the use or exploitation of the performance through any means whatsoever, public communication or availability of the performance

14.-  Exhaustion of Performers Rights.

The old text of Article 118, last paragraph, provided for the exhaustion of performers’ rights in situations where the performer authorized the fixation of the performance  whether audio, video or audiovisual.

Article 118, last paragraph of the Law has been amended to condition the exhaustion of performers rights referred to therein to situations where the users of the performances with a business purpose actually make the corresponding payment.

15.-  Term of the Protection Afforded to Performers.

The original text of Article 122 provided that performers’ rights would have a duration of  fifty-years counted as from:

i.-  the fixation of the performance,

ii.-  the first performance not actually fixed, or

iii.- the first time when the performance was broadcasted whether by radio, TV or any other means.

The Reform has amended the text of Article 122 to provide for a seventy five-year term instead of a fifty-year term.

16.-  Producers of Phonograms.

The original text of Article 131 of the Law of 1996 already addressed the rights of producers of phonograms in a somewhat detailed fashion.  Yet, Article 131 referred to a sort of exclusive right whereby producers of phonograms are entitled to prevent others from performing the conducts referred to therein.  The drafters of the Reform of 2003 have introduced a new Article 131 bis simultaneously introducing a compensation right as opposed to an exclusive right, a situation that interpreters of the statute will have to deal with: whether producers of phonograms can exercise an exclusive right by preventing others from performing the conducts referred to in Article 131, or only a compensation right in terms of new Article 131 bis, or both.  But again, how to reconcile an exclusive right with a compensation right over the same subject matter?

What new Article 131 bis indicates is that producers of phonograms are entitled to a compensation for the use or exploitation of their phonograms when such use or exploitation is made with a business purpose whether direct or indirect, irrespective of the means involved in the use or exploitation of the phonogram, including situations involving public communication or availability of the phonogram.

17.-  Legal Presumption Applicable to

    producers of Phonograms.

Article 132 has been amended to introduce a new third paragraph (old third paragraph is now new fourth paragraph) where the drafters indicate that, unless otherwise established through appropriate evidence, the producer of a phonogram shall be the individual or company whose name appears in each of the legitimate copies of the phonogram preceded by the letter P in a circle and followed by the year of first publication.

18.- Titleholders of Economic Rights and Phonograms Legally Introduced into Commercial Circles.

The original text of Article 133 provides that once a phonogram has been legally introduced in any commercial circuit (it does not indicate whether in Mexico or elsewhere), neither the titleholders of economic rights nor performers nor producers of phonograms are entitled to oppose to the direct communication to the public of the respective phonogram, provided users thereof with a business purpose make the corresponding payment.  Article 133 has been amended to exclude the expression titleholders of economic rights from the text of this provision.

19.- Term of Protection Afforded to Producers of Phonograms.

Producers of phonograms enjoyed a protection of fifty years as from the date of fixation of the sounds in the phonogram.  New Article 134 has increased this fifty-year term to a seventy five-year term.

20.- Term of Protection of Radiodiffusion

      Organisms (radiophonic broadcasting.

The subject matter broadcasted by radiodiffusion organisms enjoyed a term of protection of twenty-five years as from the date when the program was originally broadcasted.  The Reform of 2003 has increased this term to a fifty-year term.

III.
NEW MEXICAN LEGISLATION LIMITING TRADEMARK USE AND ADVERTISING ASSOCIATED TO TOBACCO PRODUCTS.

1.- Notices or Warnings that Must Appear on the box.

The limitations that have existed in foreign countries for the use and advertising of trademarks associated to tobacco products have influenced the Mexican legislature, who recently passed a decree governing this subject.  The Decree includes a bill of amendments to the Health law in what concerns advertising of tobacco products, and was signed into law by President Fox on January 15, 2004 as published in the Official Gazette of the Federation of January 19, 2004.  The provisions of the Decree are effective in Mexico as from Tuesday, January 20, 2004.

The Decree contemplates new requirements that must be observed as a condition precedent to the lawful sale of cigarettes in Mexico, specifically packets, boxes or packages containing cigarettes (hereinafter box or boxes).  New Article 276 of the Health Law addresses the issue of the language that must appear in a visible manner on the cigarette boxes sold in this country.  The space devoted to the new compulsory notices should not be less than 25 percent of the front or the back of the box.  Also, one of the compulsory notices must appear in one of the lateral sides of the box.  Bearing this in mind, effective January 20, 2004, all cigarette boxes sold within Mexican territory must include the following notices or warnings in Spanish language:

· Dejar de fumar, reduce importantes riesgos en la salud;

· Fumar es causa de cáncer y enfisema pulmonar, y

· Fumar durante el embarazo, aumenta el riesgo de parto prematuro y de bajo peso en el recién nacido.

This meaning:

· Quitting smoking reduces important health risks,

· Smoking is a source of cancer and pulmonary emphysema, and

· Smoking during pregnancy increases the risk of premature childbirth and low weight of the newborn.

New Article 276 includes an additional obligation to display a notice regarding orientation programs to smokers to quit smoking.  This should appear in clear terms on any side of the package or container where tobacco products are sold.

Express indication exists to the effect of abstaining from including statements in the sense that the warning notices are placed in compliance with a legal obligation.

2.-  Advertising.

In addition to other requirements that must be met under existing applicable law, new Article 308 bis of the Health Law contains five conditions applicable to advertising of tobacco products, namely

· I.-  Tobacco products may not be associated to athletic, sporting or popular ideas or images. Personalities or public individuals may not appear in advertising associated to tobacco products.

· II.-  The message should not manipulate directly or indirectly the containers or receptacles containing tobacco products.

· III.- It is forbidden to distribute, sell or donate whether directly or indirectly promotional articles showing the brand name or logo of tobacco products.  This restriction shall not apply to smokers’ articles.  Distribution of samples of tobacco products shall be restricted to areas where access to individuals under  18 years old is not allowed.

· IV.-  Promotional articles or samples of tobacco products may not be distributed, sold or donated to individuals under legal age.

· V.-  The production of tobacco products may not include cartoons or fictional characters.

From a trademark standpoint,  particular attention should be given to the restriction contained in new Article 308 bis, III above quoted.

3.-  Additional Advertising Restrictions

 in Magazines, Publications, Radio, TV, Movie Theaters, Drug Stores, Pharmacies, Hospitals, and in Places Located in the Vicinity of Schools, Hospitals, Drug Stores, Sport Clubs and Parks, and on the Internet.

In addition to the restrictions contained in new Article 308 bis, new Article 309 bis contains important restrictions applicable to advertising of tobacco products:

I.-  Magazines intended to be read by children or teenagers may not contain advertising of tobacco products.  This also applies to magazines devoted to education, sports or health.  This restriction shall also apply to the cover, inside cover, back cover and back inside cover of any magazine, newspaper or any other printed publication.  No advertising of tobacco products may appear near any page containing material that may attract children and teenagers.

II.-  Tobacco advertising in radio and TV is forbidden.  Advertising of tobacco products is forbidden in movie theaters where access is allowed to children and teenagers.  Advertising of tobacco is forbidden on the Internet.  This latter restriction will cease to operate when technology allows to restrict access to a site only upon verification that the individual is at least eighteen years old.

III.-  No outdoor advertising of tobacco products shall be allowed within 200 meters of any of the following places:  schools, including primary schools, secondary schools, high schools and kindergarten, hospitals, recreational parks, family, educational and sports clubs.  Also, the size of  outdoor advertisements may not exceed 35 square meters whether individually or deliberately in combination with other advertisements.

IV.-  Advertising of tobacco products in drug stores, pharmacies, hospitals and health center is forbidden.

V.-  Shows, performances or presentations where access is allowed to children and teenagers may not be sponsored through tobacco advertising.

4.-  Penalties.

Failure to comply with the new obligations may be penalized with fines ranging between 4,000 and 10,000 times the daily minimum wage, i.e., approximately between US$17,000.00 and US$43,000.00

5.-  Final Remarks.

Some of the new provisions are clear and definite, and therefore not subject to an interpretation other than that read in the text.  The latter notwithstanding, not all the provisions contained in the Decree of January 15, 2004 are clear or subject to one single interpretation.  The way in which some of the provisions has been drafted allows for part of the text of the Decree amending the Health Law to be construed in more than one way, that may or may not be consistent with what the authorities expect.

As far as warning notices are concerned, the Decree includes an indication in the sense that regulations shall be issued addressing details applicable to the  notices contemplated in new Article 276, this triggering doubt as to the actual date when the obligations contemplated therein must be complied with, whether the date expressly indicated in Transitory Article One of the Decree (January 20, 2004) or until after regulations on this subject are issued by the office of President Fox.  Nothing is said in the Decree as to the date when this may take place (the issue of the regulations is mentioned in one before the last paragraph of new Article 276).  

A similar reference is made in new Article 276 to the fact that the Ministry of Health may publish a document illustrating the use of other preventive notices and the way in which such preventive notices not expressly contemplated in new Article 276 may be used.

While an effort has been made at our end to present things in a way that make sense to readers, the reality is that the Spanish text governing the restrictions applicable to tobacco advertising in publications in general is less than clear, and therefore difficult to understand.  Whether this is accidental or deliberate,  one can only speculate.  The way I have presented things when referring to the obligations contained in new Article 309 bis I is the way I believe to be safest to comply with the obligation.   One should expect some clarification to be published on these issues, something that may or may not take place.

Restrictions such as the one forbidding tobacco advertising on the Internet and the way to try to comply with such obligations deserve ample commentary and examination, a task that is beyond the raison d’être of this paper.  This is also the case of some of the prohibitions to advertise within 200 meters of a number of places such as schools, hospitals, drug stores, sports clubs, a prohibition which triggers the question of whether the restriction will continue to operate if after placing the ad with none of these sites operating within 200 meters any of these places starts to operate within 200 meters of the ad.  Will the new school be forbidden to open? Will the authority expect the old ad to be removed? Will the matter be handled on a first  come first served basis by the authority?

Decision-making proceedings in this area should be preceded by careful and detailed examination of the Spanish text of the Decree in its entirety as published in the Official Gazette of the Federation of January 19, 2004, jointly with the applicable legal texts already existing prior to the Decree and other questions related thereto.

(end of document)
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