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1.  Trends of IP Law and Policy in Taiwan 

In contrast to the era before the accession into the WTO on January 1, 2002, 
 indigenous forces in Taiwan such as interest groups, who have become users and beneficiaries of the IP system, are now playing a more important role in further adapting the Taiwan’s IP laws to the changing environment.
 The “Economic Development Council” summoned by President Chen Suay-Bian as a government-external mechanism to boost the country’s economy in 2001 came out with the conclusion that the “perfection of the examination mechanism for intellectual property rights” shall be implemented, which directly led to some major revisions of the Fair Trade Act in 2002
 and an overarching reform of the Patent Act on February 6, 2003, which will come into effect on July 1, 2004. Coincidentally, the other two of the fundamental IP laws were also revised in 2003, with the Trademark Act being overhauled based on years of effort on the part of the Intellectual Property Office (IPO) to rationalize Taiwan’s regimes on trademarks,
 and with the Copyright Act being expanded to include some new rights mandated by the WIPO Copyright Treaty (WCT) and the WIPO Performances and Phonograms Treaty (WPPT), 
 although Taiwan has not ratified and is not allowed to ratify the WCT and WPPT. 

The recent development of IP laws and policy in Taiwan exhibit the following features:

(1) A mindset clearly favoring IP rights holders is incorporated into various IP laws, which is leading to the speeding up of the acquisition process of rights and firming up of the rights acquired.

(2) An abatement of IPO’s involvement in examining the admissibility to patent and trademark rights of matters in question has occurred, which in turn makes the rightsholders take more responsibility to protect their rights, with more help from professional agents.

(3) However, while the codification and revision of IP laws progress at an unmatched speed, the judicial branch has failed to build up its capacity and expertise to catch up with the developments.
 In other words, the mere improvement of the letter and the substantive rules of IP laws without a forceful and clear enforcement and interpretation by courts created a milieu in which nobody feels sure. In addition, the criminalization of copyright infringements also contributes to the uneasiness among industries and people at large, which has been much confused by the intricate technicalization of IP laws. All that can work against the proper development and functioning of IP laws in the society.

(4) For the past 15 years and notwithstanding the conclusion of the “Economic Development Council” that listed the enactment of the “Patent Agents Act” as one of the priority bills to be passed by the Congress, the resistance led mainly by lawyers and accountants has stalled the enactment of such Act and collaterally the “Trademark Agents Act,” which envisions a modern patent (and trademark) agent regime with professional training and examination as mandated by the Constitution.
It is likely that the resistance will persist in the near future, which is without doubt to the detriment of the patent and trademark system in Taiwan.

(5) The constant trade retaliation pressure from the United States, coupled with Taiwan’s ever-increasing military and political dependence on the US makes the Taiwan Government give in to any demand from the US, so long as the US applies sufficient pressure. The Optical Discs Act of 2001 is a case in point. In recent years, copyright piracy that utilizes optical discs (such as CD, CD-R, VCD and DVD) for their huge storage capacities is causing astronomical damages to the US entertainment industry, and the US has pointed its accusing finger at Taiwan, Hong Kong and China. Taiwan is renowned for its world-class manufacturing ability, and optical discs are no exception.
 As a consequence, Taiwan was forced by the US to enact the Optical Discs Act in 2001, which basically treats optical discs as a bigger evil than firearms. According to this Act, the manufacture of pre-recorded discs is subject to prior approval (in the form of a license) and acquisition of an SID code, (Articles 4(1) and 10);
 the manufacture of blank discs must be declared to the Ministry of Economic Affairs (Article 4(2));
  licensees shall maintain client orders, written licenses granted by rightholders, contents of the pre-recorded optical disks being manufactured, and other information for at least three years (Article 8);
 licensees shall manufacture pre-recorded optical disks only at the address of the premises specified on the license (Article 9);
 each pre-recorded optical disk and stamper shall be inscribed with an SID code (Articles 10(2) & 11(2));
 and a declaration shall be filed with the competent authority in advance for the importation and exportation of implements for manufacture (Article 12).


Such heavy-handed regulation has not taken the interest of the optical discs industry into the equation, and is out of proportion and not justified by any measure, even in the US. The bossy imposition of such sanctions derails the prevention of infringement and turns it into a witch-hunt, undermining the moral and ethical grounds for IP-related rights. Eventually the optical disc industry will be forced to relocate to countries which can better resist the pressure from the US.

(6) The Government driven by its geopolitical and international political considerations is desperate to conclude a bilateral free trade agreement (FTA) with the US, without first studying comparable FTAs between the US and other countries (such as Singapore) and the potential impact of such an FTA. It would not be surprising at all if the government at the end of the day accepts and fulfils all the demands made by the US in the context the FTA, even it means twisting IP laws. So in the future as in the past 15 years, the US will preside over the development of IP laws in Taiwan. Although Taiwan is a member of the WTO, it will be very unlikely, if not impossible for Taiwan to resort to the WTO’s dispute settlement mechanism to counter the US.
2. Developments in Patent and Related Law and Policy
The Taiwan Government has responded to the TRIPS Agreement by effectuating a series of three amendments to the Patent Act: The first was enacted in 1997, but did not become effective until January 1, 2002 (2002 Patent Act), the day on which Taiwan acceded to the WTO; the second was enacted on October 4, 2001 and became effective on October 24, 2001 (2001 Patent Act); the third was legislated on February 2003 and will come into effect on July 1, 2004. The three amendments have changed the landscape of patent law drastically. Some of the major features of change are discussed in this section.

(1) Gradual decriminalization

The Patent Act has for a long time penalized patent infringements with criminal sanctions, in contrast to common law countries. The criminalization was conceived to be of deterrent effect and much preferred by foreign patentees, because the criminal procedure is more effective in obtaining the necessary evidence,
  suppressing infringements committed by criminals and can lead to civil redress if won. Thanks to the rise of local technology industries, many honest industrial entrepreneurs felt harassed by the threat of penal sanctions and therefore lobbied strongly for the decriminalization of patent infringements. The first success was achieved in the 1994 Patent Act, which deleted the imprisonment clause for infringement of invention patents.
 The 2001 Patent Act further struck down criminal fine clauses for infringement of invention patents. The final decriminalization is completed by the 2004 Patent Act which does away with the rest of the criminal punishments for:

            a. infringing utility model patents and design patents (Articles 125, 126, 128 and 129 of the 2002 Patent Act), 

b. advertisements that go beyond the scope of patent rights, and 

c. affixing on advertisements, publication, objects or packaging thereof words claiming patents granted or misleading indications that patents were granted for articles that are in fact non-patented or not manufactured by patented methods (Articles 83 and 130 of the 2002 Patent Act).

(2) Lowering the admissibility standard for invention- and utility model- patents

Article 19 of the 1994 Patent Act followed Article 2 of the Japanese Patent Act and set at least a theoretically high standard for invention patents
: “The term ‘invention’ as used herein refers to a high-level creation of technical concept(s) by which natural rules are utilized.” Such a “high-level” requirement can be read to mean an extra requirement in addition to the novelty, inventive step and industrial application mandated by Article 27(1) of the TRIPS Agreement. The 2004 Patent Act simply sweeps this requirement away without much ado, which is a meritorious decision. Moreover, an inventive step for invention patents is commonly considered to be present if the invention is not obvious to a person skilled in the art.
 That concept was not translated into the Taiwanese Patent Act until 1979 and it was reworded in 1994 as “cannot be easily accomplished by persons versed in the technology in question”. The 2004 Patent Act replaces it with the literally less demanding wording: “cannot be easily accomplished by persons possessing average knowledge in the technological field in question” (Article 22(3)). Read together, the above-mentioned revisions seem to strive to lower the admissibility standard for invention patents, or rule out the impression that invention patents are particularly difficult to acquire.

With regard to utility model patents, the inventive test was phrased in 1994 as: “cannot be easily accomplished by persons skilled in the art and makes no improvement in effectiveness.” (Article 98(2)) The 2004 Patent Act deleted the term “no improvement in effectiveness” to exclude inconsistent interpretations of the term by courts, which can increase the difficulty of acquiring utility model patents, and followed Article 2 of the Japanese Utility Model Law by adding “evidently” in front of “easily” in order to distinguish from the requirement for invention patents: “cannot be evidently easily accomplished by persons possessing average knowledge in the technological field in question” (Article 94(2)) .

(3) Reducing the non-patentable subject matters

The Patent Act followed the European Patent Convention (EPC) approach to list the non-patentable subject matters. But the trend thus far has been to truncate this list. While the 2002 Patent Act still kept six categories,
 the 2004 Patent Act shrinks the list to only three: 1. plants, animals and essentially biological processes for the production of plants or animals, excluding however microbiological production processes; 2. Diagnostic, treatment or surgical operation methods for diseases afflicting humans or animals; 3. An invention which is contrary to public order, good custom or sanitation (Article 24).

       (4) Introducing early publication of applications for invention patents
Following the EPC and Patent Cooperation Treaty (PCT), the 2001 Patent Act introduced the early publication of applications for invention patents in Article 36-1. The 2004 Patent Act made only minor literal and editorial changes.
 What is overlooked is that, in order to keep outsiders fully informed, to help define the scope of claims and to determine whether the ‘file-wrapper’ estoppels apply, the early publication of applications must also include amendments made to applications. This is already the case in the European Patent Office (EPO)
 and British Patent Office.
 However, the newly revised Implementing Regulations of the Patent Act has not yet recognized the necessity of publishing amendments made to the applications for invention patents.


 (5) Consolidating the public inspection processes


The public inspection process according to the Patent Act has always been a two-stage procedure. In the first stage, anyone was allowed to, within three (3) months from the publication date on which the examined patent was published, institute an opposition action with the IPO by submitting a written opposition application together with evidential documents (Article 41 of the 2002 Patent Act). If after the publication of the examined patent, there was no opposition raised or the examined patent survived the opposition, the examination decision became final and the applicant was granted the patent right, then at this stage (the second stage) the IPO and any person may initiate a cancellation action with the IPO (Article 72(1) of the 2002 Patent Act).
 Both the opposition and cancellation actions are administrative process of identical procedures and subject to the same instance of appeal. 


But this two-stage procedure proved to be working against patent applicants who, once embroiled in the opposition procedure, would be handicapped for a long period of time before they could get and exercise their patent rights, which denatures the opposition procedure into an instrument for filibustering the granting of patent rights. Moreover, the risk of “double jeopardy” still remains for the survivors of opposition procedures because they are subject to the possibility of being attacked again by a cancellation action. For this reason, the 2004 Patent Act consolidates the public inspection procedure by discarding the opposition procedure.
 This revision speeds up the acquisition of patent rights and is, in principle, to be welcomed. However, it maintains the possibility for the IPO to ex officio initiate a cancellation process in cases where the patentability of the patents is lacking (Articles 21 to 24), or claim drafting is defective (Article 26), or patent rights were not granted to the first applicant (Article 31), or amendments made to applications exceed the scope of the original specifications or drawings (Article 49(4)). Taken into account the fact that all of these “defects” should have and could have been discerned by the IPO during the examination in the first place, the IPO should have been estopped from correcting the wrongs at the expense of patentees. So in the future the Patent Act should exclude the IPO from actively initiating cancellation actions.

           (6) Replacing substantial examination with formal examination for utility model patents

Utility model patents have been the bulk of the patents applied and acquired by Taiwanese patent applicants in Taiwan.
 From the very beginning, the Patent Act foresaw substantial examination for utility model patents before granting. But the worldwide trend for utility model patents has changed to abandoning substantial examination of validity before granting. Even Japan, whose utility model regime used to be the best-known model with a patent-like examination, has followed suit in 1994.
 In addition, “In the era of a knowledge economy, information travels swiftly, the life of products shortens, so the need for inventors to speedily put their inventions to market increases tremendously. Therefore the lengthy examination and granting process for inventions and utility models must be revised, in order to keep pace with the development of a knowledge economy.”
 Based on the above-mentioned facts and consideration, the 2004 Patent Act replaces the substantial examination with a formal one for utility model patents and thereby relies heavily on the Japanese Utility Model Law to strike a balance between the interests of patentees on the one hand and the legal certainty of transaction on the other.
 

After formal examination, the IPO shall, upon the payment of certificate and annual fees for the first year by the applicants, grant patents to the applicants and publish them (Articles 99 and 101). The term of utility model patents is ten (10) years beginning from the filing date, reduced from twelve (12) years that was lengthened from ten (10) years in 1997 (Article 101(3)).
Once utility model patents are published, any person can file with the IPO an application to issue a technical report to examine the novelty, inventive step and who first filed the application. The IPO shall publish the fact that such application has been filed with it in the Patent Gazette. The technical report shall be made by the Patent Examiner appointed by the IPO and signed by him. In case the utility model patent in question is being commercially practiced by non-patentees, which is supported by evidence provided by the applicant of the technical report, the IPO shall complete the report within six months (Article 103). 

If the technical report on the utility model patent at issue concludes that the patent is flawed in terms of admissibility, can or shall the IPO cancel it ex officio? The essence of patent law would render a “yes” to this question. However, the legislative reason for Article 103 of the 2004 Patent Act states unequivocally “the nature of the technical report is a non-binding report made by the authority, and not an administrative decision. It serves only as a reference for the exercise of rights and for technological exploitation as well. If any person is of the opinion that the utility model patents should not be granted, he should bring cancellation action in accordance with Article 107 to cancel them.” In contrast to Article 67 (for more details see footnote 27), Article 107 of the 2004 Patent Act allows only private parties to initiate cancellation action, on the ground that “with reference to foreign legislations, no patent office is allowed to cancel utility model patents ex officio.”
 This kind of extreme “hands-off” policy can be easily criticized as inconsistent with Article 67, neglecting entirely public interest and charging fees again for the work that has been already paid for.

“Due to the fact that utility model patents are granted without substantial examination, and in order to prevent patentees from abusing rights which might affect the exploitation and development of technology by third parties,” Article 104 of the 2004 Patent Act prescribes: “When exercising their utility model patents, patentees should put forward a warning by producing the technical report on the utility model patents at issue.” As the legislative reason for Article 104 further clarifies that “such requirement is meant not to restrict patentees’ right to file law suits, but to prevent abuse of rights, consequently, patentees can file law suits against infringer(s), without having first to produce the technical report on the utility model patents at issue, and courts may not automatically refuse to accept the filed law suits in which no technical report on the utility model patents at issue is produced.”

Lastly, the 2004 Patent Act on the one hand grants utility model patents without substantial examination, but on the other hand imposes great responsibility upon patentees. As the legislative reason for Article 105 elaborates, “under the circumstance that rights are granted without substantial examination, in order to prevent patentees from improperly exercising or abusing rights to inflict unpredictable damages upon others, patentees are to be required to exercise their rights very prudentially. In other words, when exercising their rights, patentees are obliged to take high-level care. If rights are cancelled after being exercised, and the patentees have not taken considerable care, then the exercise of rights can certainly be assumed to be negligent and patentees are in principle liable for the damages incurred to others.” Hence, Article 105 of the 2004 Patent Act stipulates:

(1) Patentees of utility model patents are liable for the damages incurred to others by the exercise of their utility model patents, once their patent rights are cancelled.

(2) In cases prescribed by the preceding Paragraph, if the exercise of rights was based on the technical report on the utility model patents in question or considerable care has been taken, it is assumed to be without negligence.

             (7) The future development of design patents
Since the enactment of the Patent Act in 1944, designs have been incorporated into the Patent Act and granted patent rights for a period of ten (10) years. In other words, the legislature adopts a patent approach to protect designs, sets patent-like standards for novelty and inventive step and requires substantial examination before granting design patents.
The examination practice of the IPO shows that from 1994 to 2001 the average rate for design patents being granted was 58%, 10% less than the average rate for utility model patents.
The misplacement of designs in the Patent Act and under high-threshold
 ushered in the gradual decline of applications for design patents, dropping from ca. 11,000 in 1998 to ca. 8000 in 2002. With the replacement of substantial examination with formal examination for utility model patents by the 2004 Patent Act, the patent approach for designs is bound to be eradicated. It has been suggested by some academics that designs be taken out of the Patent Act and protected by a sui generis piece of legislation, which requires only formal examination before granting design rights and  recognizes the unregistered designs.

3. Development in Copyright and Related Rights Law and Policy

The Copyright Act of 2003 is the 12th revision of the Act. The impetus for the latest amendment was the fact that “the current Copyright Act was based on traditional technology, [and] is not properly adjusted to issues caused by the digital Internet technology. [It was necessary in] order to propel the prosperous development of info-communications and e-commerce, to enhance the protection of authors in the digital network environment, and to comply with the development trend of the international copyright law”
.

(1) Explicitly defining the term “reproduce” to include temporary reproduction

With the arrival of personal computers and computer programs in the 1970s, the issue of whether temporary reproduction constitutes “reproduction” became an eminent one, because for most practical purposes, computer programs “cannot be perceived, accessed or run without being copied into computer memory, albeit invisibly to the user.”
 However, it is not clear whether the reproduction right under Article 9(1) of the Berne Convention covers such ephemeral reproduction. The EU takes a positive view early on. In 1991, Article 4(a) of the EU “91/250 Directive on the legal protection of computer programs (Software Directive)” prescribes:

Subject to the provisions of Articles 5 and 6, the exclusive rights of the   rightholder…shall include the right to do or authorize: (a) the permanent or temporary reproduction of a computer program by any means and in any form, in part or in whole. In so far as loading, displaying, running, transmission or storage of the computer necessitate such reproduction, such acts shall be subject to authorization by the rightholder;

Article 5(1) of the Software Directive then specifies the general exception to the exclusive right to reproduce:

In the absence of specific contractual provisions, the acts referred to in Article 4(a) .. shall not require authorization by the rightholder where they are necessary for the use of the computer program by the lawful acquirer in accordance with its intended purpose, including for error correction.

Ten years later, the EU generalized and developed the premises of the Software Directive in the “2001/29 Directive on the harmonization of certain aspects of copyright and related rights in the information society (InfoSoc Directive).” As its recital (20) states: 
This Directive is based on the principles and rules already laid down in the Directives currently in force in this area, in particular Directive 91/250/EEC···, and it develops those principles and rules and places them in the context of information society. The provisions of this Directive should be without prejudice to the provisions of those Directives, unless otherwise provided in this Directive.” 

In the meantime, while both the WCT and the WPPT were not able to reach a conclusive decision on the issue whether the temporary copying falls under the scope of reproduction, and leading Asian copyright laws such as Chinese and Japanese Copyright Act are still silent on this,
 the Taiwanese 2003 Copyright Act decides to follow the EU InfoSoc Directive and explicitly defines the term “reproduce” to include temporary reproduction. Article 3(1), No.5 of the 2003 Copyright Act provides:

“’Reproduce’ means to reproduce directly, indirectly, permanently, or temporarily a work by means of printing, reprography, sound recording, video recording, photography, handwritten notes, or otherwise. This definition also applies to the sound recording or video recording of scripts, musical works, or works of similar nature during their performance or broadcast, and also includes the construction of an architectural structure based on architectural plans or models.”

Article 22(3) & (4) of the 2003 Copyright Act formulates the exceptions to the exclusive right to reproduce:

 (3) The provisions of the preceding two paragraphs (concerning the exclusive right to reproduce) do not apply to temporary reproduction that is transient, incidental, an essential part of a technology process, and without independent economic significance, where solely for the purpose of network relay transmission, or for the use of a lawful work; provided, this shall not apply to computer programs. 

(4) In the preceding Paragraph, the phrase "temporary reproduction… for the purpose of network relay transmission" includes technically unavoidable phenomena of the computer or machine occurring in network browsing, caching, or other processes for enhancing transmission efficiency.

The proviso of and the legislative reason for Article 22(3) has misread the EU Directives and is therefore to be discredited. At first glance, the proviso invokes the impression that exemption of temporary reproduction does not apply to computer programs and temporary reproduction of computer programs is therefore subject to the exclusive right to reproduce. But that would literally leave no room for Article 22(3) to be applied and therefore cannot be the case, given the fact that transient, incidental temporary reproduction nowadays is largely facilitated by computer programs, since. The legislative reason for Article 22(3) explains that although

”temporary reproduction that is transient, incidental, an essential part of a technology process, and without independent economic significance” satisfies the definition of ‘reproduce’ set by Article 3(1), No.5, [because] it results from the inherent functionality of computers or machines and without human involvement, is therefore not fair use and hence excluded from the exclusive right to reproduce, with reference to Article 5(1) of the EU ‘2001/29 Directive on the harmonization of certain aspects of copyright and related rights in the information society.’ ···· However, temporary reproduction during the lawful use of computers is fair use, with reference to Article 5(1) of the ‘EU 91/25 Directive on the legal protection of computer programs’, and still comes within the scope of the exclusive right to reproduce, and therefore a proviso is added to exclude it (from the exclusion of the exclusive right to reproduce).” 
In fact, the two above mentioned EU Directives do not speak about fair use in general, since this concept differs from member to member within the EU.
 In addition, according to Article 5(1) of the EU Software Directive, the temporary reproduction of a computer program does not require authorization by the rightholder where it is necessary for the use of the computer program by the lawful acquirer in accordance with its intended purpose. In other words, a temporary reproduction of the program which is necessary for the use of that program is exempted from the exclusive right to reproduce.

(2) Introducing new exclusive rights

Motivated by the digitization of works and proliferation of the Internet as well as the coming into effect of the WCT and WPPT, the 2003 Copyright Act introduces some new exclusive rights, for authors and performers the right of public transmission

 and the right to distribute, 

and for performers the right of rental (authors already enjoy such right),
 thereby following verbatim the WCT and WPPT, however with one major deviation, namely failing to equally provide producers of phonograms with rights of reproduction, distribution, rental, and of making available of phonograms. To counter-balance authors’ and performers’ exclusive right of distribution, Article 59-1 of the 2003 Copyright Act for the first time addresses the issue of exhaustion and establishes the principle of domestic exhaustion as opposed to international exhaustion:

A person who has obtained ownership of the original of a work or a lawful copy thereof within the territory under the jurisdiction of the Republic of China may distribute it by means of transfer of ownership.

 (3) Introducing the protection for electronic rights management information

The 2003 Copyright Act follows the WCT (Article 12) and WPPT (Article 19) in introducing the protection for electronic rights management information.

On two points it deviates from the WCT and WPPT. Firstly, the removal or alteration of electronic rights management information is as such strictly prohibited, and the subjective element of “knowing…that it will induce, enable, facilitate or conceal an infringement of any right” demanded by the WCT and WPPT is not required of the person that undertook the removal or alteration. Secondly, the 2003 Copyright Act provides two exceptions to such protection: 1.Where removal or alteration of electronic rights management information of the work is unavoidable in the lawful exploitation of the work given technological limitations at the time of the act. 2. Where the removal or alteration is technically necessary to conversion of a recording or transmission system. The violation of provisions protecting electronic rights management information is subject not only to civil liability, but also to criminal punishment.
With regard to the adjacent issue of anti-circumvention, the Taiwan Government has been pressured by the US to introduce into the 2003 Copyright Act remedies against the circumvention of effective technological measures that are used by authors in connection with the exercise of their rights. But the draft tabled by the Government was rejected by the Legislative Yuan, which instructed the IPO to do further study on this issue. Nonetheless, it is expected that the Government will bring up the draft in whatever form again when the US publicizes its 301 watch list.

(4) Revising provisions on fair use

The Taiwanese Copyright Act boasts what is likely the greatest number of provisions on fair use in the world, a total number of twenty-five (25) Articles. Those provisions are composed of twenty-four (24) Articles that list specific restrictions on economic rights and one Article (Article 65) that enumerates general principles both for the evaluation of the applicability of those specific restrictions and for the judgment of other possible cases of fair use.
 
 Despite the fact that these provisions are of little importance in practice, evidenced by the fact that they are seldom used and interpreted by courts, the Copyright Act of 2003 strives to perfect them by making some insignificant literal revisions.
 What might be worth mentioning is that two Paragraphs are added into Article 65:

(3) Where the copyright owners organization and the exploiters organization have formed an agreement on the scope of the fair use of a work, it may be taken as reference in the determination (of fair use) referred to in the preceding paragraph.
(4) In the course of forming an agreement referred to in the preceding paragraph, advice may be sought from the specialized agency in charge of copyright matters (i.e. IPO).

However, so far, there has never been any collective bargaining, let alone agreement between copyright owners and exploiters of works in Taiwan. When it does emerge and lead to some agreement, it will surely be taken by courts as a yardstick or benchmark for determining the applicability of fair use, whether Article 65(3) so prescribes or not. In the same vein, Article 65(4) is likewise redundant, because since 1992 the Copyright Examination and Mediation Committee of the IPO already provides at least theoretically consultation service in connection with copyright mediation.
 In this conjunction the Copyright Act should have dealt with more important topics of fair use, such as whether and how to introduce the “three-step test” principle of the WCT (Article 10(1)) and WPPT (Article 16(1)) that only allows limitations of or exceptions to the copyrights “in certain special cases that do not conflict with a normal exploitation of the work and do not unreasonably prejudice the legitimate interests of the authors.”

(5) Intensifying criminal punishments

Contrasting with the decriminalization of the Patent Act, the 2003 Copyright Act manifests the opposite feature of intensifying criminal punishments, so much so that during the legislation process some university students have instituted a so-called “Anti anti-piracy” movement. The 2003 Copyright Act for the first time distinguishes illegal reproduction with the intent to profit from the illegal reproduction that is without the intent to profit but exceeds a certain threshold, and the Act also increases pecuniary punishment for illegal reproduction by means of optical discs and with the intent to profit. Article 91 declares:

(1) A person who infringes on the economic rights of another person by means of reproducing the work with the intent to profit shall be punished by imprisonment for not more than five years, detention, or in addition thereto a fine of not less than NT$ 200,000 and not more than NT$2,000,000.

(2) A person who infringes on the economic rights of another person by means of reproducing the work without the intent to profit, where the number of copies reproduced exceeds five, or where the total amount of infringement calculated by the market value of lawful copies of the work at the time of seizure exceeds NT$30,000, shall be punished by imprisonment for not more than three years, detention, or in lieu thereof or in addition thereto a fine of not more than NT$750,000.

(3) A person who commits the offense in paragraph 1 by means of reproducing onto an optical disk shall be punished by imprisonment for not more than five years, detention, or in addition thereto a fine of not less than five hundred thousand and not more than NT$5,000,000.

Vocational violation of Article 91 is subject to even heavier criminal punishments.
The Copyright Act of 2003 then penalizes with lesser severity the infringement of the exclusive right of distribution, public recitation, public broadcast, public presentation, public performance, public transmission, public display, adaptation, compilation, and leasing, and thereby differentiates between those with the intent to profit and those without such intent who exceed a certain threshold.
 
 The 2003 Copyright Act goes further to criminalize the so-called secondary infringement, i.e. the dealing with copies, and thereby makes the distinction between those with the intent to profit and those without such intent who exceed a certain threshold.

However, extensive criminalization of this scale is susceptible to criticism. First and foremost, the criminalization of illegal reproduction, distribution, public recitation, public broadcast, public presentation, public performance, public transmission, public display, adaptation, compilation, and leasing which is undertaken without the intent to profit could not only block the dissemination of works, but also endanger the legal certainty of almost everyone’s daily life, because the unprecedented advances of reproduction, storage and transmission technologies have made the unauthorized reproduction, storage and distribution occur on a very considerable scale in enterprises, organizations and the home. In utilizing these technologies, one will always be overshadowed by the fear that he or she might end up facing criminal consequences. Secondly, the modes of the secondary infringements that are prohibited by Articles 70
 and 87 Nos. 2, 3, 5, 6
 and criminalized by Article 93(1) are so heterogeneous, that at least the violation of Articles 70 and 87 Nos. 3 & 5 should not be punished with criminal sanctions for the following reasons: 1. The copies of sound recording pursuant to a compulsory license are made under a payment of 5% of the wholesale price,
 the export thereof does not necessarily cause harm to the economic interests of the copyright holder, so should accordingly not be characterized as a wrongdoing warranting criminal sanctions. 2. The violation of Article 87 No. 3 does not require the subjective element of “with the knowledge” from the importer and without such an element no criminal penalties can be rightfully inflicted. 3. The mere use of a computer program within the business context with the knowledge that the program infringes on economic rights of a copyright holder is of course not a noble act, but it does not amount to “copyright piracy on a commercial scale” as demanded by Article 61 of the TRIPS, 
 so no criminal sanctions are justifiable.

Last but not least, the 2003 Copyright Act enlarges the scope for public prosecution to include, besides vocational violations, the illegal reproduction and distribution of works by means of optical discs and with the intent to profit.

4. Developments in Law and Policy of Trademarks and Unfair Competition
In 2003 the Trademark Act has undergone an overhaul based on years of local practical experience of and preparations by the IPO, which is in contrast to the Patent Act and the Copyright Act. The latest revision of the Trademark Act is so comprehensive, that the Articles of the Act are totally renumbered. On balance, the 2003 Trademark Act is getting a grip of the commercial realities of trademarks and is very well grounded. As for the unfair competition, recent practice shows that the Fair Trade Act plays a more important role than the Trademark Act in the protection of well-known marks.
(1) Trademark Act
   a. Seeing trademarks from commercial perspectives

The Trademark Act used to take a top-down view of trademarks according to framework and hierarchy set by the legislature a priori. The 2003 Trademark Act breaks away from this stiff tradition and sees trademarks from commercial perspectives to meet the real needs of business. By this token, it declares in Article 1that the maintenance of fair competition in the market as one of its legislative goals,
 it also ceases to uphold the distinction between trademarks for goods and service marks for services,
 ceases to require trademark applicants to show that these trademarks are for the indication of their business and they have the actual intention to use these trademarks, broadens the subject matters of trademarks to include single color, sound and three-dimensional shape,
allows one application to designate more than one class of goods or services,
allows separation of trademark applications
 and division of trademark rights,
 allows installment payment of annual fees,
 and introduces protection for geographical indications
 and collective trademarks.

b. Simplifying the acquisition of trademark rights

Along the line of seeing trademarks from a business perspective, the 2003 Trademark Act eases up on the acquisition of trademark rights. It first puts the opposition process after the registration of marks, and shortens the opposition from three (3) to two (2) months as on average only 3% of the examined and publicized applications has been opposed and only 1% cancelled, 
 and then deletes the provision that contradicts the WIPO Trademark Treaty by demanding a substantial examination of the applications for renewal of trademark registrations (Article 25(2) of the older version).
c. Upholding the full examination of all grounds of refusal and expanding them further

Abiding by the tradition of examining all grounds of refusal, whether absolute or relative, the 2003 Trademark Act further expands the items to be examined by Trademark Examiners of the IPO to 18,
 despite the trend in the EU that limits the examination activities of the Trademark Examiners to absolute grounds of refusal. For one thing, the items can and should be reduced by a better draftsmanship that subordinates the following to the concept of well-known trademarks (as specified by Article 23(1) No.12: of the 2003 Trademark Act): the name, emblem, badge or mark of a well-known international organization or a well-known domestic or foreign institution, well-known names, stage names, pseudonyms or aliases of other persons, and the name of a well-known juristic person (as illustrated by Article 23(1) No. 8, 15 and 16 of the 2003 Trademark Act). And second, whether the applicant is aware of the existence of an earlier trademark through contractual, geographical, or business connections, or any other relationship with the owner of the earlier trademark (as Article 23(1) No. 14 of the 2003 Trademark Act stipulates) is beyond the knowledge of Trademark Examiners and not to be examined by them.
d. Strengthening the protection of well-known marks

The protection of well-known marks in the advanced countries normally comprises the following three features: 1. Recognizing that well-known marks per se enjoy trademark right protection, whether registered or not; 2. Stretching the protection for a registered well-known mark beyond the designated class(es) of goods or service(s) to dissimilar goods or services; and 3. Preventing well-known marks from, besides being confused, also being diluted and taken unfair advantage of.
 After a series of effort,
 the 2003 Trademark Act by and large lives up to those standards, although it does not specifically state, as Article 4, No.3 of the German Trademark Act does, that being well-known marks is one of the reason for trademark right protection. Article 23(1) No 12 of the 2003 Trademark Act refuses a trademark application if it is identical or similar to another person's well-known trademark, [without limiting to identical or similar goods or services] and hence is likely to confuse the relevant public or likely to dilute the distinctiveness or reputation of the said well-known trademark. A trademark registration violating Article 23(1) No. 12 is subject to a cancellation process, which is time-barred five years after publication of the registration, so long as the registration was undertaken in good faith.

 Article 62(1) of the 2003 Trademark Act declares: 
A trademark right infringement shall be deemed to have occurred where consent of trademark right holder is absent from any of the following conditions: 
1. Knowingly using a trademark identical or similar to a well-known registered trademark of another person, or using the word(s) contained in the said well-known trademark as the company name, trade name or domain name or any other representation identifying the body or source of whose business, and hence diluting the distinctiveness or reputation of the said well-known trademark;
      
 (2) Unfair competition

One of the missions at least perceived by the Government of the Taiwanese Fair Trade Act is to intervene to fight the rampant piracy of the 1980s. The Fair Trade Act does so by adopting Article 20, which follows the old German UWG (Article 16 of the Law Against Unfair Competition before 1995 which was deleted from UWG and incorporated into the new Trademark Act) and prohibits the illegal use of “symbols that are widely known among relevant undertakings and/or consumers” and “well-known foreign marks”.
 This Article was justified at the time when it was first introduced in 1991, because the Trademark Act was at the same time defective in many ways, such as very limited subject matters for trademark and inefficient protection of well-known marks. However, the Fair Trade Commission (FTC) sets a relatively low requirement for “symbols that are widely known among relevant undertakings and/or consumers” and “well-known foreign marks”, accepts all complaints without discretion, and wrongfully makes Article 20 of the Fair Trade Act take over the work of trademark law, as evidenced by the fact that the FTC has found over 40 such symbols in 10 years, whereas the Supreme Court and the Supreme Administrative Court have together only recognized about 10 well-known marks. But with the rationalization and modernization of the Trademark Act over the years, Article 20 of the Fair Trade Act should be merged into the Trademark Act as happened in Germany in 1994.
.

5.  Enforcement of IP
              (1) Civil and criminal proceedings

The enforcement of IP through civil and criminal proceedings in Taiwan is lamentably dissatisfactory. The judicial system is in general inefficiently structured with a dual system of courts, one for administrative issues and the other for all issues other than administrative, each having its own final instance with mutually excluding jurisdiction, the Supreme Court and the Administrative Supreme Court. In opposition, cancellation and invalidation processes, the IPO is sued as defendant, not the alleged infringers, by plaintiffs, and in case of appeals the Administrative High Court and the Administrative Supreme Court take over. But this tract of remedies only solves the differences with the IPO. In order to get damages or injunctions, private parties need to wait for the result of the administrative remedy process and then file lawsuits with non-administrative courts, any lawsuits filed before that will be suspended. A redundant repetition of processes is not only wasteful and time-consuming, but can also lead to discrepancy. The pervasive use and threat of criminal punishments, especially during the period of trade talks with the US, is both morally questionable and practically infeasible. Piracy is a very lucrative business and often committed by organized criminal groups; the mastermind always easily gets away by putting a dummy in his stead. The solution of ineffective enforcement of IP rights lies very well in the rationalization of the structure, process and instruments of courts, and furthermore in the collective management of IP rights that levy a lump sum on all sources of means and equipments which contribute to the infringement of IP rights.

             (2) Administrative procedures

       The administrative authority has been playing a vital role in the enforcement of IP. In 1981 the Ministry of Economic Affairs established the Anti-counterfeiting Unit, which is now led by the IPO. The IPO publishes statistics of enforcement against counterfeits by the Police, District Attorney Offices and District Courts respectively on a monthly basis, in order to show the US the determination of the Government to fight piracy. Beginning from the 1992 Copyright Act and followed by the 2003 Trademark Act, rightholders can avail themselves of the border measures of the Customs Agency to suspend the release of import or export goods that infringe on their rights.
 On January 1, 2003, the General Police Office set up a “Police Battalion for the Protection of Intellectual Property Rights” with a manpower of 220 policemen dedicating exclusively to fight piracy. Without a doubt, this police force will surely enhance the enforcement of IP, especially against organized crime.
� Beside the WTO, the only membership that Taiwan enjoys in a significant international organization is with APEC.


� The English versions of all the Taiwanese IP laws are available at the website: www.tipo.gov.tw.


� The Fair Trade Act of 2002 has among other things abandoned the “prior approval”-type of control over mergers and adopted the less stringent “prior notice”-type of control, which is more favorable to mergers and acquisitions.


� The Trademark Act was last revised on May 28, 2003 and became effective on November 28, 2003.


� The Copyright Act was amended and became effective on July 9, 2003.


� The long promised and awaited IP courts have never been realized in Taiwan.


� Article 86 No. 2 of the Constitution prescribes: “The following shall be certified and accredited by the Examination Yuan through examinations: 2. The qualification to practice for professionals and technicians.”


� According to the current “Rules Regulating Patent Agents” promulgated in 1953 and amended in 1955, retired judges, lawyers, accountants, technicians and patent examiners who have worked for the IPO over two years are automatically patent agents after registration with the IPO. As of 2002, there are altogether 6428 patent agents, among which 2 are retired judges, 3347 lawyers, 1565 accountants, 1314 technicians, 200 former patent examiners. According to the website of the IPO, out of these 6428 patent agents, only 361 have been practicing in the last three years, last visited on April 1, 2004.


�  In 2002, Taiwan secured 80% of the world market for optical discs.


� Anyone who manufactures pre-recorded optical disks without a license shall be ordered to suspend the manufacture, and apply for a license within fifteen days, and shall be sentenced to a fine between NT$1,500,000 and NT$3,000,000. Where the manufacture is not suspended or application is not filed within the prescribed time limit, a further suspension order and a fine between NT$3,000,000 and NT$6,000,000 shall be imposed. Failure to comply with such further order will be subject to imprisonment between one and three years and a possible penalty between NT$3,000,000 and NT$6,000,000 (Article 15(1) of the Optical Discs Act).


� Anyone failing to file a declaration of the manufacture of blank optical disks shall so file within 30 days and be sentenced to a fine between NT$300,000 and NT$600,000. Failure to so file within the prescribed time limit will be subject to successive punishment for each instance of violation until the declaration is filed (Article 15(2) of the Optical Discs Act).





� Anyone failing to maintain this information shall be sentenced to a fine between NT$1,500,000 and NT$3,000,000 and given a time limit of fifteen days to rectify the violation. Failure to do so within such time limit shall be subject to prescription of a time limit for rectification and successive punishment for each instance of violation until the violation is completely rectified (Article 19 of the Optical Discs Act).





� Anyone manufacturing pre-recorded optical disks at an address other than the one specified on the license shall be ordered to suspend the manufacture and sentenced to a fine between NT$1,000,000 and NT$2,000,000. Refusal to comply with such order shall be subject to a further suspension order and a fine between NT$2,000,000 and NT$4,000,000. Failure to comply with such further order will be subject to not more than two years' imprisonment, detention, or in lieu thereof or in addition thereto, a fine between NT$2,000,000 and NT$4,000,000(Article 16 of the Optical Discs Act).





� A violation is punishable by NT$1,500,000 to NT$3,000,000 (Articles 17(1) & 20(1) of the Optical Discs Ac). Where any of the above violations is committed after a suspension order or a fine is imposed pursuant to the preceding paragraph, a further suspension order and a fine between NT$3,000,000 and NT$6,000,000 shall be imposed. Failure to comply with such further order will be subject to not more than two years' imprisonment, detention, or in lieu thereof or in addition thereto, a fine between NT$3,000,000 and NT$6,000,000 (Article 17(2) of the Optical Discs Act)





� Anyone who exports or imports implements for manufacture without making a report or a true report shall be sentenced to a fine between NT$1,500,000 and NT$3,000,000 and prescribed a time limit of fifteen days to apply for registration. Failure to so apply within such time limit shall be subject to prescription of a further time limit for application and successive punishment for each instance of violation until the application is duly completed (Article 21 of the Optical Discs Act)


� The US has successfully secured the consent of the Singapore Government to adopt a similar regime, but not via Chapter 16 (Intellectual Property Rights) proper of the United States-Singapore Free Trade Agreement, rather through the exchange of letters between the US Trade Representative, Ambassador Robert Zoellick and the Singaporean Minister for Trade and Industry, George Yeo on May 6, 2003. In essence, concerning the manufacture of optical discs, Singapore agrees to give effect to the following: (a) License: (i) No person shall manufacture in Singapore optical discs, including master discs or stampers used in the manufacture of optical discs, unless he holds a valid license to do so; (ii)No licensee shall manufacture optical discs in any location other than the licensed premises; (iii) In granting a license, the competent authority shall assign to the licensee a manufacturer’s code (such as SID), and may impose such other conditions as it thinks fit. (b) Register: The competent authority shall establish and maintain a register of the licenses granted, which shall be available for public inspection. (c) Manufacturer’s code. (d) Records: Every licensee shall maintain complete and accurate records of order received, customers, suppliers, equipment, and discs manufactured. In addition, every licensee shall keep records on the quantity of optical disc grade polycarbonate received on the licensed premises, the quantity of such material being used for the manufacture of optical discs, the quality of such material being deposed in other manner, and the manner of disposal···(g) Offenses: A person who contravenes the obligations of the regulation or breaches any condition of the license shall be liable for a fine or imprisonment, or both. Except for minor violations, all equipment seized shall be forfeited and any license granted shall be revoked.


� Michael F. Fedric in Gutterman/Brown (ed.), Intellectual Property Laws of East Asia, 1997, I.25. 


� Hubert Hsu in Christopher Heath (ed.), Intellectual Property Law in Taiwan, 2003, 24.


� Due to 50 years of colonial occupation from 1895-1945 by Japan, many Taiwanese civil servants (especially females) still show a tendency to take Japan as a model, even 60 years thereafter. In contrast, the majority of the Taiwanese legal academics is trained in Germany and the United States, and know little or nothing about Japan. As a result, many uniquely Japanese legal systems and terms appear in Taiwan’s laws which are difficult to square with the Western laws and therefore difficult for the academics to provide reasons for.


� Cornish/Llewelyn, Intellectual Property: Patents, Copyright, Trade Marks and Allied Rights, 5th ed., 2003, 5-29.


� Article 21of the 2002 Patent Act excluded the patentability of the following: 1. New varieties of animals and plants, excluding the cultivation and growth processes of new plant varieties; 2. Diagnostic, treatment or operation methods for diseases afflicting humans or animals; 3. Scientific theories or mathematical methods; 4. Rules or methods of games and sports; 5. Methods or plans which can be implemented only by means of human reasoning and memory; and 6. An invention which is contrary to public order, good custom or sanitation.


� Article 36-1 of the 2004 Patent Act reads (revision underlined): “(1) After receipt of the documents of an invention patent application, through examination, that nothing is contrary to the formal requirements and nothing should not be made public, the Patent Authority shall have such application laid-open after a period of 18 months from the filing date of such patent application. (2) The Patent Authority may advance the laying-open of a patent application at the request of the applicant. (3) Under any of the following circumstances, an invention patent application shall not be laid-open: 1.Where the patent application has been withdrawn within 15 months from the filing date of the said application. (2) The period set forth in the preceding Paragraph, in the event of a priority claim, is calculated from the day following the priority date, or following the earliest priority date if two or more priority rights are claimed. (3) The Patent Authority may advance the making public of a patent application at the request of the applicant. (4) The period set forth in the preceding Paragraphs, in the event of a priority claim, is calculated from the day following the priority date, or following the earliest priority date if two or more priority rights are claimed.”


� Singer/Stauder, EPC, 3rd ed., (2003) Art. 93 note 17.


� Cornish/Llewelyn, id, 4-20, 4-45.


� Rule 24, Implementing Regulations of the Patent Act (Amended & Announced on Nov. 6, 2002 by the Ministry of Economic Affairs) provides: (1) When an invention patent application is laid open by the Patent Office, the following items shall be laid open: 1. Application number. 2. Number of applications that have been laid open.3. Date of laying open. 4. The international patent classification code.5. Filing date. 6. Title of invention. 7. Name(s) of inventor(s). 8. Name or title, domicile/residence or office address of the applicant.9. If a patent attorney is appointed, the name of said attorney.10. Abstract of invention. 11. Drawing which can represent mostly the technical features of that invention.12. For a patent application claiming priority under Paragraph 1, Article 24 of this Law, the name of a foreign country in which the first patent application is filed, its application number and the filing date.13. For a patent application claiming priority under Paragraph 1, Article 25-1 of this Law, the application number and the filing date of each application.14. Whether a request for substantive examination is filed.�(2) Any person may apply for inspection, transcript, photographing, or making copies of the specifications or drawings of the application which is laid open.


� Except for the case in which the invention patentee is found to be a person other than the person entitled to file the invention patent application, then only the person entitled to file the invention patent application may initiate a cancellation action with the IPO.


� Article 67 of the 2004 Patent Act says: (1) Under any of the following circumstances, the Patent Authority shall ex officio or upon a cancellation application revoke an invention patent right and  recall the patent certificate within a given time limit , and if recalling fails, shall annul patent certificate by public notice: 1.If the invention is found in violation of the provisions of Articles 12(1), 21 through 24, 26, 31 or Article 49(4) of this Law; 2.If the country to which the invention patentee belongs as a citizen does not accept patent applications filed by citizens of the Republic of China; 3.If the invention patentee is found to be a person other than the person entitled to file the invention patent application. (2) A cancellation action based on Article 12(1) or Item 3 of the preceding Paragraph shall be instituted only by the interested party(ies). Cancellation actions based on other reasons may be instituted with the Patent Authority by any person, accompanied by relevant evidence. (3) Supplemental submission of reasons and evidence by a cancellation petitioner shall be effected within one (1) month from the date of institution of cancellation action. But reasons and evidence submitted before the rendering of the decision on cancellation shall still be considered. (4) Where a cancellation action is not sustained after examination, no person shall be allowed to institute a new cancellation action based on the same facts and the same evidence. 


� According to the 2002 Annual Report of the IPO, of all the 40,210 patent applications filed by Taiwanese applicants in 2002, only 9,170 were for invention patents, and 6,820 were for design patents, whereas 24,220 were for utility model patents (almost 60% of all the applications). Of all the 45,042 patents granted in 2002, Taiwanese applicants have acquired 15,265 utility model patents, 5,683 invention patents, and 3898 design patents (slightly more than 60% of all the patents granted to Taiwanese applicants).


� Cornish/Llewelyn, id, 3-33.


� The legislative reason for Article 97 of the 2004 Patent Act.


� According to Article 97 of the 2004 Patent Act, applications for utility model patents shall be refused, if found after formal examination to be: 1. not related to the form, construction or fitting of an object; 2. contrary to public order, good custom or sanitation; 3. not containing the title, description, abstracts and claims of the invention; or not in accordance with the Implementation Rules with regard to the form of disclosure of the description, claims and drawings; 4. not unitary; and 5. not disclosing necessary matters or disclosing them in an obviously unclear manner.


� The term for invention patents is 20 years (lengthened from 15 years in 1994).


� Legislative reason for Article 107 of the 2004 Patent Act.


� According to the legislative reason for Article 105, the term “considerable care has been taken” can be satisfied by the fact that patentees have not exercised their rights until they have prudentially consulted relevant professionals (lawyers, professionals, patent agents etc.) and acquired considerable confidence in the contents of their rights.


� According to the 2002 Annual Report of the IPO, the average period of examination for designs is 14 months in 2002, reduced from 16 months in 2001.


� Kung-Chung Liu et al. On the Reform of Taiwanese Design Law—Drawing Lessons from International and European Regimes (in Chinese), 1 NCCU Intellectual Property Review 1 (2003/10), 1-23(19).


� The Supreme Administrative Court has in its decisions No. 2735 of 1999 and No. 853 of 2001 demanded that, “the shape, pattern and color of new designs must focus on the expression of visual effects of a feeling of quality, affinity and a feeling of high value of an article, in order to enhance the competitiveness of commodities and the visual comfortability during use.”


� Liu, id., 18-22.


� The general legislative reason for the 2003 Copyright Act.


� Copinger and Skone James on Copyright, 14 ed., 1999, 7-58.


� It has to be borne in mind that the term “In the absence of specific contractual provisions” must not lead to the conception that “if there is specific contractual provisions”, then the acts referred to in Article 4(a) for the use of a copy of a program which has been lawfully acquired may be prohibited by contract. Because (17) of the recital of the Software Directive emphasizes: “ ..that the acts of loading and running necessary for the use of a copy of a program which has been lawfully acquired…may not be prohibited by contract; ..in the absence of specific contractual provisions, including when a copy of the program has been sold, any other act necessary for the use of the copy of a program may be performed in accordance with its intended purpose by a lawful acquirer of that copy.


� Haochen Sun, Re-thinking the Chinese Copyright Law in the Digital Age, 6 The Journal of World Intellectual Property 895, 2003, at 903.


� In UK the ”fair dealing” relies almost entirely on specified statutory limitations, whereas the authors’ rights system tend to have a general defence of private use. See Cornish/Llewelyn, id, 11-38.


� Article 26-1 of the 2003 Copyright Act grants the exclusive right of public transmission: (1) Except as otherwise provided in this Act, authors of works have the exclusive right of public transmission of their works.  (2) Performers have the exclusive right of public transmission of their performances reproduced in sound recordings.


         � According to Article 3(1) No. 10 of the 2003 Copyright Act: “Public transmission" means to make available or communicate to the public the content of a work through sounds or images by wire or wireless network, or through other means of communication, including enabling the public to receive the content of such work by any of the above means at a time or place individually chosen by them.


� Article 28-1 of the 2003 Copyright Act recognizes the exclusive right to distribute:  (1) Except as otherwise provided in this Act, authors of works have the exclusive right to distribute their works through transfer of ownership. (2) Performers have the exclusive right to distribute their performances reproduced in sound recordings through transfer of ownership.


� According to Article 3(1) No. 12 of the 2003 Copyright Act: "Distribution" means, with or without compensation, to provide the original of a work, or a copy thereof, to the public for the purpose of trade or circulation.


� Article 29(2) of the 2003 Copyright Act mandates: Performers have the exclusive right to rent their performances reproduced in sound recordings.


� Article 80-1 of the 2003 Copyright Act stipulates:(1) Electronic rights management information made by a copyright owner shall not be removed or altered; provided, this shall not apply in any of the following circumstances: 1. Where removal or alteration of electronic rights management information of the work is unavoidable in the lawful exploitation of the work given technological limitations at the time of the act.2. Where the removal or alteration is technically necessary to conversion of a recording or transmission system. (2) Whoever knows that electronic rights management information of a work has been unlawfully removed or altered shall not distribute or, with intent to distribute, import or possess the original or any copy of such work. He/She also shall not publicly broadcast, publicly perform, nor publicly transmit [the same].


�  According to Article 3(1) No 17of the 2003 Copyright Ac, electronic rights management information means “electronic information presented on the original or copies of a work, or at the time of communication of content of a work to the public, sufficient to identify the work, the name of the work, the author, the economic rights holder or person licensed thereby, and the period or conditions of exploitation of the work, including numbers or symbols that represent such information.”


� Article 96-1 of the 2003 Copyright Act prescribes: For a violation of Article 80-1, a sentence of up to one year imprisonment or detention shall be imposed, and in lieu thereof or in addition thereto a fine of not less than NT$20,000 and not more than NT$250,000 may also be imposed.


� Article 65(1) & (2) of the 2003 Copyright Act stipulates: (1) Fair use of a work shall not constitute infringement on economic rights in the work.(2) In determining whether the exploitation of a work complies with the provisions of Articles 44 through 63, or other conditions of fair use, all circumstances shall be taken into account, and in particular the following facts shall be noted as the basis for determination: 1. The purposes and nature of the exploitation, including whether such exploitation is of a commercial nature or is for nonprofit educational purposes. 2. The nature of the work. 3. The amount and substantiality of the portion exploited in relation to the work as a whole. 4. Effect of the exploitation on the work's current and potential market value.


� As the Supreme Court says in its decision N.837 of 2002: “The restrictions of economic rights (referred to by the academics as fair use) of old law (amended and publicized on April 24, 1993) were limited only to Articles 44 through 63, and Article 65 was set as evaluation standards for the applicability of Articles 44 through 63 to exploitations of works in question. However, with the complication of the modes of exploitation, the scope of fair use delineated by Articles 44 to 63 has already became rigid, unable to cope with the practical needs. In order to expand the scope of fair use, the new law (amended and publicized on January 21, 1998) has revised this Article into a general clause, so that exploitations that do not satisfy Articles 44 to 63, yet are similar to or minor compared to the situations prescribed in Articles 44 to 63, and reasonable measured by the standards of this Article, can still constitute fair use.”


� These revisions are made to the following Articles (underlined):Article 50: Works publicly released in the name of a central or local government agency or a public juristic person may, within a reasonable scope, be reproduced, publicly broadcast, or publicly transmitted. Article 53: (1) Works that have been publicly released may be reproduced in Braille or with accompanying sign language translation or text for the visually impaired or the hearing impaired. (2) For the purpose of promoting the welfare of the visually impaired or the hearing impaired, legally accredited non-profit institutions or organizations may, by means of sound recordings, computers, verbal imagery, accompanying sign language translation, or otherwise, exploit works that have been publicly released, for exclusive use by the visually impaired or the hearing impaired. Article 56: (1) For the purposes of public broadcasting, a radio or television broadcasting organization may, with its own equipment, sound record or video record a work; provided, this shall be limited to situations where the public broadcasting has been licensed by the economic rights holder, or situations otherwise comporting with the provisions of this Act.(2) Except where preservation of the recording referred to in the preceding paragraph has been approved for a designated place by the specialized agency in charge of copyright matters, such sound or video recordings shall be destroyed within six months from the time of recording. Article 60(1): Owners of originals of works and lawful copies of works may rent such original works or copies; provided, this shall not apply to sound recordings and computer programs. Article 61: Commentary on current political, economic, or social events that has appeared in a newspaper, magazine, or network may be republished by other newspapers or magazines, or be publicly broadcast by radio or television, or publicly transmitted on a network; provided, this shall not apply where there is indication that republishing, public broadcast, or public transmission is not authorized. Article 63(3): Persons that may exploit the work of another person in accordance with the provisions of Articles 46 through 50, Articles 52 through 54, paragraph 2 of Article 57, Article 58, Article 61, and Article 62 may distribute such work. 


� Article 82 (1) of the 2003 Copyright Act prescribes: The specialized agency in charge of copyright matters shall establish a Copyright Examination and Mediation Committee to handle the following matters: 1. Examination of rates of compensation for use under the provisions of paragraph 4 of Article 47. 2. Mediation of disputes between copyright intermediary organizations and users concerning compensation for use. 3. Mediation of disputes concerning copyright or plate rights. 4. Other consultation in connection with copyright examination and mediation.





�  China has introduced the three-step test into the 2002 Regulations for the Implementations of Copyright Act, see Haochen Sun, id., at 918.


� Article 94 of the 2003 Copyright Act reads: (1) A person who commits a crime specified in paragraph 1 or 2 of Article 91, Article 91bis, Article 92, or Article 93 as a vocation shall be imprisoned for not less than one year and not more than seven years, and in addition thereto, may be fined not less than NT$300,000  and no more than NT$3,000,000. (2) A person who commits a crime specified in paragraph 3 of Article 91 as a vocation shall be imprisoned for not less than one year and not more than seven years, and in addition thereto, may be fined not less than NT$.800,000 and no more than NT$8,000,000.


� Article 91-1 of the 2003 Copyright Act proclaims: (1) A person who, with the intent to profit, infringes on the economic rights of another person by distributing the original of a work or a copy thereof by transfer of ownership shall be punished by imprisonment for not more than three years, detention, or in lieu thereof or in addition thereto a fine not more than NT$750,000. (2) A person who, without the intent to profit, infringes on the economic property rights of another person by distributing the original of a work or a copy thereof by transfer of ownership, or by publicly displaying or possessing it with the intent to distribute, where the number distributed exceeds five, or where the total amount of infringement calculated by the market value of lawful copies of the work at the time of seizure exceeds NT$30,000, shall be punished by imprisonment for not more than two years, detention, or in lieu thereof or in addition thereto a fine of not more than NT$500,000. (3) A person who commits the offense in paragraph 1, where the infringing copy is an optical disk, shall be punished by imprisonment for not more than three years, detention, or in addition thereto a fine of not more than NT$1,500,000. (4) Punishment of an offense in the preceding paragraph may be reduced if the offender confesses the source of the goods, resulting in the uncovering thereof.


� Article 92 of the 2003 Copyright Act prescribes: (1) A person who, with intent to profit, infringes on the economic rights of another person by means of public recitation, public broadcast, public presentation, public performance, public transmission, public display, adaptation, compilation, or leasing, shall be punished by imprisonment for not more than three years, detention, or in addition thereto a fine of not more than NT$750,000. (2) A person who commits the crime in the preceding paragraph without intent to profit, where the number of works infringed exceeds five, or the injury incurred by the copyright owner exceeds NT$30,000, shall be punished by imprisonment for not more than two years, detention, or in lieu thereof or in addition thereto, a fine of not more than NT$500,000.


� Article 93 of the 2003 Copyright Act stipulates: (1) In any of the following circumstances, where there is intent to profit, a sentence of up to two years imprisonment or detention shall be imposed, and in addition thereto a fine of not more than five hundred thousand New Taiwan Dollars may also be imposed: 1. Where the provisions of Article 70 have been violated.2. Where another person's economic rights have been infringed by any of the means specified in subparagraphs 2, 3, 5, or 6 of Article 87. (2) A person who commits the crime in the preceding paragraph without intent to profit, where the number of copies exceeds five, or the damage incurred by the copyright owner exceeds NT$30,000, shall be punished by imprisonment for not more than one year, detention, or in lieu thereof or in addition thereto a fine of not more than NT$250,000. What is noticeable is that the previously notorious and therefore widely criticized criminalization of parallel import of genuine goods (by Article 87 No. 4 in combination with Article 93 No. 3 of the 2001 Copyright Act, see Kung-Chung Liu in Christopher Heath (ed.), Parallel Imports in Asia, 2004, 47) is hereby deleted. 


� Article 70 of the 2003 Copyright Act prescribes: Copies of sound recordings which exploit musical works pursuant to the provisions of the preceding Article (compulsory license) shall not be sold outside of the territory under the jurisdiction of the Republic of China.


� Article 87 of the 2003 Copyright Act reads: Any of the following circumstances, except as otherwise provided under this Act, shall be deemed an infringement of copyright or plate rights: 1. (deleted) 2. Distributing, publicly displaying, or possessing with the intent to distribute articles with the knowledge that theses articles infringe on plate rights. 3. Importing copies reproduced without the authorization of the economic rights holder or the plate rights holder. 4. Importing the original or any copies of a work without the authorization of the economic rights holder. 5. Exploiting a copy of a computer program within the business context with the knowledge that this copy infringes on economic rights in such computer program. 6. Distributing, publicly displaying, or possessing with the intent to distribute articles with the knowledge that theses articles infringe on economic rights.


� According to Article 12 (2) of Regulations Governing Applications for Approval of Compulsory License of Musical Works and Royalties for Use Thereof, royalties = the wholesale price of a sound recording which is scheduled to be published × 5% × the quantity to be published divided by the quantity of the musical work which would be used for the sound recording to be published. 


� The expression of “copyright piracy on a commercial scale” corresponds to what have been referred to as “professional infringers”. See Daniel Gervais, The TRIPS Agreement-Drafting History and Analysis, 2nd, ed. 2003, 2.473.


� Article 100 of the 2003 Copyright Act demands: The offenses specified in this chapter are actionable only upon complaint; provided, this shall not apply to offenses specified in Article 91(3), Article 91-1(3), and Article 94.


� Article 1 of the 2003 Trademark Act apprehends: This Act is formulated to safeguard trademark rights and consumers’ interest, maintain fair competitions in the market, and facilitate normal development of industries and commerce.


� Article 2 of the 2003 Trademark Act uses “trademarks” for both goods and services: A person who wishes to obtain trademark rights in order to distinguish its goods or services shall apply for trademark registration as provided under this Act.


� Article 5(1) of the 2003 Trademark Act announces: A trademark may be composed of a word, design, symbol, color, sound, three-dimensional shape or a combination thereof


� Article 17(4) of the 2003 Trademark Act (Article 35(1) of the older version) reads: An applicant may file for one trademark application designating for use on two or more classes of goods or services.





� Article 21 of the 2003 Trademark Act reads: An applicant may file a request with the IPO for dividing its designated goods or services into two or more applications, in which the original filing date shall remain as the filing date thereof.


� Article 31 of the 2003 Trademark Act reads: (1) A trademark right holder may file a request with the IPO to divide trademark rights used on the goods or services designated by a registered trademark. (2) A trademark right division stipulated in the preceding paragraph may also be requested before the final decision of an opposition or invalidation to a trademark.


� Article 26 of the 2003 Trademark Act reads: (1) The registration fee in pursuance of  Paragraph 2 of the preceding Article may be paid in two installments. Those who wish to pay in installments shall pay the second installment within the last three months before the end of the third year counting from the publication date of trademark registration. (2)Those who fail to pay the second installment on registration fee within the time period stipulated in the preceding paragraph are provided with an extra period of six months after the end of the third year in which the said installment shall be made in double. (3)Trademark rights of those who fail to pay the second installment on registration fee in pursuance of provisions of the preceding paragraph shall be extinguished on the day following the last day of the extra period for paying in double.


� Article 72 of the 2003 Trademark Act reads (Article 73 of the older version): (1) Any person who wishes to exclusively use a mark to certify the characteristics, quality, precision, place of origin or other matters of another person's goods or services shall apply for certification mark registration. (2) Only a juristic person, an organization or a government agency which is capable of certifying another person's goods or services shall be eligible to apply for certification mark registration. (3) An applicant of the preceding paragraph who engages in business in connection with the goods or services to be certified shall not apply for certification mark registration thereof.


� Article 76 of the 2003 Trademark Act Any prescribes: (1)  Any business association, social organization, or any other group that exists as a juristic person and wishes to exclusively use a mark to identify the goods or services provided by its members, and therefore distinguishing these goods or services from those provided by others, may apply for collective trademark registration. (2)An application for collective trademark registration of the preceding paragraph shall be filed with the IPO by submitting in writing specifying the designated class(es) and the name(s) of goods or services along with the a set of articles governing the use of the collective trademark thereto.


� Article 40 of the 2003 Trademark Act (Article 46 of the older version) prescribes: (1) In the case where the registration of a trademark violates the provisions of Paragraph 1 of Article 23 or Paragraph 4 of Article 59, anyone may file an opposition with the IPO within three months from the publishing date of the said trademark. (2) The opposition set forth in the preceding Paragraph may be made to part of the goods or services designated for use by a registered trademark. (3) Opposition shall be filed separately against each registered trademark.


� Article 23 of the 2003 Trademark Act (Article 37 of the older version) stipulates: (1) A trademark application shall be rejected if the proposed trademark satisfies any of the following:�1. One that fails to comply with provisions of Article 5;�2. One that represents the shape, quality, function(s) or other descriptions of the goods or services;�3. A generic sign or term used in relation to the designated goods or services;�4. One that is a three-dimensional shape of the goods or packaging thereof and is indispensable for performing the intended function(s);�5. One that is identical or similar to the national flag, national emblem, national seal, military flags, military insignia, official seals, medals of the Republic of China, or flags of foreign nations.�6. One that is identical to the portrait or name of the late Dr. Sun Yat-Sen or of the head of the state;�7. One that is identical or similar to a mark used or medal or certificate awarded by a government agency of the Republic of China or by an exhibition assembly;�8. One that is identical or similar to the name, emblem, badge or mark of a well-known international organization or a well-known domestic or foreign institution;�9. One that is identical or similar to the CNS (Chinese National Standards) Mark or any domestic or foreign mark of the same certified inspection nature;�10. One that violates public order or good morals;�11. One that is likely to mislead the public with respect to the nature, quality, or place of origin of the designated goods or services;�12. One that is identical or similar to another person's well-known trademark and hence is likely to confuse the relevant public or likely to dilute the distinctiveness or reputation of the said well-known trademark or mark. However, the aforementioned shall not apply to an application filed with consent from the owner of the said well-known trademark; �13. One that is identical or similar to a registered trademark or a proposed trademark of a preceding application that is designated for use on identical or similar goods or services thereof and hence likely to cause confusion to relevant consumers. However, except in the case where such trademarks and their designated goods or services of both parties are identical, the aforementioned shall not apply to an application filed with consent from the owner of the said registered trademark or a proposed trademark;�14. One that is identical or similar to a trademark that has been used prior by another person on the identical or similar goods or services, and the applicant thereof is aware of the existence of the said trademark through contractual, geographical, or business connections, or any other relationship with the said person. However, the aforementioned shall not apply to an application filed with consent from the said person; �15. One that comprises a portrait, or a well-known name, stage name, pseudonym or alias of another person. However, the aforementioned shall not apply to an application filed with consent from the said person; �16. One that comprises the name of a well-known juristic person, entity or other group, and hence likely to cause confusion with the relevant public;�17. One that infringes another person's copyrights, patent rights, or other rights, where such infringement has been affirmed by a court. However, the aforementioned shall not apply to an application filed with consent from the said person; or�18. One that is identical or similar to a geographical indication of wines and spirits of a country or region that mutually protects trademark with the Republic of China, and is designated for use on wines and spirits.�(2) The provisions of No. 12, Nos 14 through 16 and Item 18 of the preceding Paragraphs shall only apply in occurrence at the time of filing.�(3) The provisions of Nos. 7 and 8 of Paragraph 1 of this Article shall not apply if the applicant is a government agency or related institutes.�(4) The provisions of No. 2 of Paragraph 1 of this Article or Paragraph 2 of Article 5 shall not apply in the case where the proposed trademark has been used by the applicant and has become a distinctive identification of the goods or services provided by the applicant in the course of trade.


� For a detailed discussion on the protection of well-known marks see Kung-Chung Liu, "The Protection of Well-Known Marks in Taiwan: From Case Study to General Theory," The Trade Mark Reporter, 2000, vol. 90, pp. 866-888.


� See Kung-Chung Liu, Study on the Protection of Well-Known Marks and Related Symbols (in Chinese), Chapter 2, Academia Sinica, 2002.


� However, the Trademark Act has never authorized the IPO to compile a list of well-known marks, as Jerry Fong erroneously asserted in Heath (ed.), Intellectual Property Law in Taiwan, 179.


� Article 51 of the 2003 trademark Act prescribes: (1) No invalidation can be requested or inquired against a trademark of which the registration violates conditions prescribed under provisions of Nos. (1) and (2) and Nos. (12) through (17), Paragraph 1 of Article 23, or Paragraph 4 of Article 59 and where five years has passed since the publishing date thereof. (2) No request to or inquiry of invalidation where five years has passed since the date on which a judgment as prescribed in paragraph 2 of the preceding article became affirmed. (3) The prescribed period set forth in Paragraph 1 shall not apply to a trademark registration undertaken in bad faith and violating the provisions of No. (12), Paragraph 1 of Article 23.


� The 2003 Trademark Act does not utilize the authorization of Article 4(6) of the WIPO/Paris Union Joint Recommendation Concerning Provisions on the Protection of Well-Known Marks, which allows Member States not to prescribe any time limit for requesting an invalidation process.


� However, Article 6(1) of the WIPO/Paris Union Joint Recommendation Concerning Provisions on the Protection of Well-Known Marks does not require the result  of  “diluting the distinctiveness or reputation of the said well-known trademark” as a precondition for the protection of well-known marks against conflicting domain names. It stipulates that: “ (1) A domain name shall be deemed to be in conflict with a well-known mark at least where that domain name, or an essential part thereof, constitutes a reproduction, an imitation, a translation, or a transliteration of the well-known mark, and the domain name has been registered or used in bad faith.”


� For a general understanding of the law against unfair competition, see Kung-Chung Liu, "Unfair Competition Law in Taiwan," International Review of Industrial Property and Copyright Law (listed in SSCI), June 1999, vol. 30, no. 4, pp. 377-402.


� Article 20 (1) of the Fair Trade Act articulates: (1) No enterprise shall engage in any of the following acts with respect to the goods or services it supplies: 1.Using in the same or similar manner, the personal name, business or corporate name, or trademark of another, or container, packaging, or appearance of another's goods, or any other symbol that represents such person's goods, widely known to relevant enterprises or consumers, so as to cause confusion with such person's goods; or selling, transporting, exporting, or importing goods bearing such representation; 2. using in the same or similar manner, the personal name, business or corporate name, or service mark of another, or any other symbol that represents such person's business or service, widely known to relevant enterprises or consumers, so as to cause confusion with the facilities or activities of the business or service of such person; or 3. Using on the same or similar goods the mark that is identical or similar to a well-known foreign trademark that has not been registered in this country; or selling, transporting, exporting, or importing goods bearing such trademark. 


� Kung-Chung Liu, id., Chapter 6.


�  See Article 90-1 of the Copyright Act and Articles 65-68 of the Trademark Act.
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