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Introduction

This is, at one level, a report of the three important intellectual property cases which have been decided by the Supreme Court of Canada in the past year:  CCH Canadian Ltd. v. Law Society of Upper Canada,
 a copyright case, Monsanto v. Schmeiser,
 a patent case, and then, most recently, another copyright case, Society of Composers, Authors and Music Publishers of Canada [known as SOCAN] v. Canadian Association of Internet Providers.
  On another level, this is a report of a country at a crossroads in its intellectual property law and policy.

To have intellectual property questions weigh so heavily in the docket of the highest court in Canada is unprecedented and says much about the emergence of the new information economy in Canada.

There will, of course, be the important questions about the ramifications of these judgments in patent and copyright upon subsequent cases.
  In particular, there are two cases coming forward now which are directly related to the points of law decided in two of the three Supreme Court cases this year.

However, perhaps equally interesting about the three intellectual property decisions of the Supreme Court of Canada this year, in terms of the future development of the law, is the fact that, while the Court which decided these three cases is one which had a different composition from the Court which decided the earlier landmark “Harvard Mouse” patent case,
 it is also a composition of the Court which no longer exists.
 (The composition of the Supreme Court of Canada, in relation to these judgments is illustrated in Table A.)  Despite the loss of two judges this year, of whom Justice Frank Iacobucci, in particular, had considerable past experience in intellectual property matters,
 Canada is fortunate that its Supreme Court has been, and continues to be, relatively, very experienced in intellectual property law decision-making and practice.

The impact of these three decisions of the Supreme Court of Canada must also be considered in terms of the directions the Parliament of Canada will be pursuing in intellectual property.   In particular, there were indications of legislative initiative in copyright from the period of the last Parliament which, if implemented, would have an impact on the future importance of each of the two copyright judgments rendered by the Supreme Court of Canada this year.
 However, Canada has just had a general election and, although the Liberal party was returned to power, under Prime Minister Paul Martin, this will be a tight minority government situation.
  
The new cabinet has just been named
 – and there are ministers new to most of the portfolios germane to intellectual property policy.  Dave Emerson
 is Industry Minister. Industry Canada has responsibility for all areas of intellectual property, but shares the responsibility for copyright policy with the Department of Canadian Heritage, where Liza Frulla has been appointed Minister.
 Liz Frulla has had analogous responsibility in the past, as Quebec’s Minister of Culture.  The federal Minister of Foreign Affairs now is Pierre Pettigrew.
 Jim Peterson remains in the International Trade portfolio.
And, finally, these decisions of the Supreme Court of Canada will have an impact upon the institutional environments which surround intellectual property administration in Canada.  The institutional environment surrounding copyright law, in particular, is becoming evermore firmly entrenched.  The Copyright Board of Canada is rapidly maturing and developing into a key player in intellectual property policy both at home and abroad.  One of the two copyright decisions decided by the Supreme Court of Canada this year arose directly from the Copyright Right Board of Canada
 and, this past fall, the International Association of Copyright Administrative Institutions (IACAI) was founded in Ottawa at a meeting during a conference hosted by the Board.

Patent – the Monsanto v. Schmeiser case
Monsanto manufactures a herbicide called Round-up.  This herbicide works terrifically effectively:  indeed, so effectively that, if your crop is not genetically engineered to withstand the effects of Round-up, the crop plants will be killed along with the weeds.  Therefore, Monsanto has developed “Round-up Ready Canola,” the subject matter of this lawsuit.  If a farmer plants “Round-up Ready Canola,” then the farmer can apply virtually any herbicide and know that the canola will survive its application.  Monsanto has patented the “Round-up Ready Canola” gene and licenses the canola seed containing the gene annually to farmers under contract with it – and Monsanto also expects that those farmers will use Round-up.  
Percy Schmeiser is a Saskatchewan farmer who grows canola.  The other appellant in the case, Schmeiser Enterprises Ltd., is the corporation through which he operates his farming.  Neither Percy Schmeiser nor his company has ever held a license from Monsanto and, thus, neither has ever purchased Round-up Ready canola.  On the other hand, in 1996, a number of Percy Schmeiser’s neighbours were licensed users of Round-up Ready canola. 
In 1997, despite never having purchased or licensed any Round-up Ready canola, there was Round-up Ready canola growing in Mr.Schmeiser’s fields and Mr.Schmeiser, having discovered this by testing portions of his crop with Round-up (the Round-up Ready canola plants are not visibly distinguishable from ordinary canola plants), saved the seed from this crop to replant in 1998, despite warnings from Monsanto.  Monsanto issued its warnings to Mr. Schmeiser not to plant Round-up Ready canola in 1998 when it had discovered the presence of Round-up Ready canola when sampling along the public road allowances bordering Mr. Schmeiser’s fields. In 1998, between 95 and 98% of Mr. Schmeiser’s canola crop of over a thousand acres was established to contain the Round-up Ready gene.  Monsanto sued Schmeiser and his company for patent infringement in connection with the 1998 crop.  Both the trial judge and the Federal Court of Appeal found against Schmeiser.
At the Supreme Court of Canada, there were a number of interveners:  the Attorney General of Canada, the Canadian Canola Growers Association, Ag-West Biotech Inc. (written submission only), BIOTECanada and Canadian Seed Trade Association,
 and, represented together, the Council of Canadians, the Action Group on Erosion, Technology and Concentration, the Sierra Club of Canada, the National Farmers Union, the Research Foundation for Science, Technology and Ecology, and the International Centre for Technology Assessment.  Much of the interest in the case arose because of Mr. Schmeiser’s claim in his own defence that he was merely pursuing traditional farming methods and therefore could not be liable as an infringer.  One interesting point about the participation of the interveners is that the Canadian Canola Growers Association’s intervention supported the submissions made on behalf of Monsanto, not those of Mr. Schmeiser.

The majority of the Supreme Court found Mr. Schmeiser and his company guilty of infringement, with a minority of the Court dissenting in part.  However, the remedy allowed to Monsanto by the majority of the Court, having established infringement by Mr. Schmeiser, was very limited.
The minority in Schmeiser is largely the same judges who formed the majority in the previous major patent case, the Harvard Mouse decision.  In the Harvard Mouse case, the Supreme Court of Canada, in a 5-4 decision, disallowed the patenting of higher life forms in Canada.   Only Justice Louise Arbour held to the minority in both Harvard Mouse and Schmeiser—indeed, writing the minority judgment in the Schmeiser case. The Chief Justice, Beverley McLaughlin, Justice John Major, and Justice Ian Binnie, all in the dissent in the Harvard Mouse case, become, with the addition of the two new members of the Court added since Harvard Mouse was heard, Justice Morris Fish
 and Justice Marie Deschamps,
 the majority in Schmeiser.  The Chief Justice and newcomer Justice Fish co-authored the majority judgment.  Justice Frank Iacobucci, Justice Michel Bastarache and Justice Louis LeBel, together with Mme Justice Claire L’Heureux-Dube and Justice Charles Gonthier had formed the majority in the Harvard Mouse case, but, having lost Mme Justice L’Heureux-Dube
 and Justice Gonthier
 from the Court in the interval between the two cases, found themselves in the minority in Schmeiser.
In the Harvard Mouse case, which was decided by the Supreme Court after both the trial and appellate decisions had been rendered in the Monsanto case,
 both the majority and the minority had concluded that the patenting of lower life forms was legal in Canada:  the difference had arisen over higher life forms.  Harvard’s claims related to the genes, or technically, the plasmid and somatic cell culture, antecedent to the mouse itself, were upheld in Harvard, without dispute in the minority judgment.  In Monsanto, then, there was no question about the patentability of the Round-up Ready gene. 
 The questions in Monsanto revolved around the effect of the patent and the relationship of that effect to the actions taken by Mr. Schmeiser.  
With respect to the first question, the effect of the patent, that is, the relationship between the patent in the gene and the fact that the genes in question in this case were located within the larger context of canola plants, the majority in Monsanto held that effect of a patent for this gene which was the necessary building block for a particular plant was that the use of that plant constituted the use of the gene and therefore, planting such plants without a license from the holder of the patent in the genes within the plant constituted infringement.  The minority, on the other hand, felt that such an approach allowed the patent holder in the gene to do indirectly that which the judgment in Harvard Mouse had held cannot be done directly in Canada:
  that is, in the view of the minority, the majority in Schmeiser were allowing the patent holder in the lower life form, the gene, to also, in effect, hold a limited term monopoly on the “making, constructing and using… and selling … to be used”
 of higher life forms, in this case plants.  The majority in Schmeiser held that to adopt the reasoning of the minority would be to de-stabilize patent law far beyond the scope of just life-form patents because it would mean that any party using
 a patented invention within the scope of a larger project would not be liable for infringement because such as use would be considered use of the larger artifact and not use of the patented component.
The majority judgment continued on to a second aspect: having established that the patent for the gene extended to the use of plants containing the gene, the majority then focused on the concept of use from the perspective of Mr. Schmeiser’s actions in relation to these plants.  The majority judgment thus distinguishes between possession of patented subject matter and use of that subject matter:  the former does not constitute infringement but the latter does.  The question of intention, while irrelevant to infringement generally, does become relevant, in the eyes of the majority of the Court, in distinguishing between possession and use, particularly in certain cases.  If Mr. Schmeiser had been able to “rebut the presumption [of use] by showing that [he] never intended to cultivate plants containing the patented genes and cells”,
 the majority would have found him not liable for infringement.  However, the evidence was not available to establish that innocence with respect to Mr. Schmeiser and therefore the majority did find an infringement of the patent.
However, the remedy which the majority of the Court permitted Monsanto was very limited.  In its discussion establishing infringing use by Mr. Schmeiser, the majority made the point that any commercial advantage derived from a patent must accrue to the patent holder.  Thus, a person using the invention to further a business interest, in this case, commercial farming, would, prima facie, be using the invention in an infringing way.
  Nevertheless, despite this focus on commercial use as providing a greater probability for a finding of patent infringement, the majority then appeared to limit the effect of its emphasis on the commercial nature of the infringement because of the way it regarded the appropriate remedies for such an infringement.  The majority of the Court found that Mr. Schmeiser’s canola crop had the same value in 1998 as it would have had had it not contained the patented Round-up Ready gene.  This finding depended upon the fact that Mr. Schmeiser was never found to have sprayed his crops with Round-up insecticide and thus the size and quality of the canola yield that year were found not to be affected by the fact that the crop was, in fact, insecticide resistant. Therefore, the majority of the Court would not allow Monsanto an accounting of profits from the sale of the Round-up Ready imbued crop.
  Monsanto was awarded only the injunctive relief sought, and, furthermore, because of this “mixed result,” the Court ordered each party to bear its own costs throughout.

The minority judges in Schmeiser are formally characterized as dissenting in part, but that “part” constitutes a really fundamental disagreement with the majority judges. The minority does formally agree with the majority that Monsanto’s patents are valid – but would limit the scope of those claims to “the point where the genetically modified cell begins to multiply and differentiate into plant tissues,”
 that is, to “genetically modified chimeric genes and cells in the laboratory prior to regeneration – and for the attendant process of making the genetically modified plant.”
 This is a really critical difference in the scope of Monsanto’s patent at issue in this case as recognized by the minority and the scope of Monsanto’s patent as recognized by the majority.  When the minority judges turn to the question of “use” of the patent, then, they asked “not whether the alleged user has deprived the patentee of the commercial benefits flowing from his invention, but whether the alleged user has deprived the patentee of his monopoly over the use of the invention as construed in the claims.”
  The minority found the contention in the majority judgment by Chief Justice McLaughlin and Justice Fish that the use of an otherwise unpatented or unpatentable object can constitute infringement of the patent on patented material incorporated into it to be without previous authority.  Indeed, in the case of plants, Justice Arbour, writing for the minority, went on to criticize the analogies used by the majority on this point as “particularly weak when it is considered that the plant can subsequently grow, reproduce, and spread with no further human intervention,”
 unlike the garments containing patented zippers or cars containing patented tires or constructs made up of patented building blocks.
  Finally, the minority points out that, although Monsanto’s patents in this case pre-date the Plant Breeders Rights Act, Monsanto could still protect Round-up Ready seeds through that legislation,
 although Justice Arbour does reiterate the point that these rights “fall well short of those conferred by patent, both in comprehensiveness and in duration.”

Rather than focusing on the minority’s question about “whether the alleged user has deprived the patentee of his monopoly over the use of the invention as construed in the claims,” which really focuses upon construction of the patent, and views the rights of the rightsholder primarily through the lens of the proper construction of the patent, the majority focused on the rights of the rightsholders when it held that the key question to be decided in Monsanto was “whether Monsanto was deprived in whole or in part, directly or indirectly, of the full enjoyment of the monopoly that the patent confers?”.
  The majority’s focus on the rightsholders allowed them to enlarge the effective scope of the patent from use of the patented genes directly to use of plants which incorporated the patented genes.
This unremitting focus on the rights of the patent holder by the majority in the Monsanto case, in a judgment co-authored by the Chief Justice, is all the more interesting when contrasted with the approach taken by the Chief Justice in a judgment which the whole Court adopted, in the Law Society case in copyright, discussed below.
Thus Monsanto won this case involving a genetically modified Round-up Ready crop, at the highest possible level in Canada.  However, this litigation involving canola, not Canada’s largest grain crop, appears to have been only a preliminary skirmish for Monsanto and those who oppose genetically modified plants.  Wheat is Canada’s major grain crop and Monsanto has recently announced that it is surrendering the field in that larger conflict without ever engaging the fight: although the product is ready to be marketed, the company will not be introducing Round-up Ready wheat to market anywhere in Canada.  
Following in the wake of the Schmeiser case, as there is now an action making its way through the courts, brought by Saskatchewan bio-dynamic farmers against Monsanto and Aventis,
 seeking redress for the fact that “contamination” of crops with genetically altered seed from neighbouring farms will render the crops of organic farms unfit for “organic” certification.  The fate of that action, on the merits, may be affected by Monsanto’s practice, noted by the trial judge in the Schmeiser case, of removing Round-up Ready canola from farmers’ fields, at Monsanto’s expense, where the farmers have notified Monsanto of its presence.
  The fate of the action may also be affected at a practical level by the affects on the parties of Monsanto’s apparent retrenchment in Canada in the whole area of genetically modified crops.
Copyright – CCH et al v. Law Society of Upper Canada
The first decision of the Supreme Court rendered this year in the copyright area was the resolution of a long standing dispute between the legal publishers in Canada, CCH Canadian Ltd., Thomson Canada, including Carswells, and Canada Law Book,
 and the Law Society of Upper Canada, the governing body for the lawyers in the province of Ontario.  The case concerned the operation of the Great Library at Osgoode Hall, home of the Law Society and traditional seat of the province’s courts.  The Great Hall library has photocopy machines available for the use of patrons and also operates a custom photocopy service through which library staff copy and deliver, in person, by mail or by fax, various materials from the collection which are requested by Law Society members, the judiciary and other researchers.  
The case before the Supreme Court of Canada was originally presented by way of an agreed case involving a sample of materials, representative of the various types of publications published by the Canadian legal publishers involved. The legal publishers sought a declaration of their copyright in the works involved and an injunction prohibiting the Law Society from continuing the Library’s activities.  The Law Society not only filed a defence to the action, but also launched a counterclaim seeking a declaration that the Library’s activities fell within the purview of the research element of “fair dealing” under the Copyright Act.
  The judgment of first instance, at the Federal Court Trial Division, found for the publishers, in part, and dismissed the Law Society’s counterclaim.
  That judgment held for the publishers only in respect of a selection of the various materials in which infringement had been alleged – and therefore virtually guaranteed appeals from both sides.  And, indeed, both the publishers and the Law Society appealed.  The Federal Court of Appeal then found entirely for the publishers and dismissed the Law Society’s cross-appeal.
  Again, both sides appealed:  the Law Society appealed the Federal Court of Appeal’s finding that the Society had infringed the legal publishers’ copyrights and the legal publishers cross-appealled the Federal Court of Appeal’s finding that the infringement lay only in reproducing their copyrighted works.  The legal publishers, on the cross-appeal, primarily sought additional relief for infringements of their copyrights by the Law Society through the Law Society’s faxing of the legal publishers’ copyrighted works to patrons and, as the legal publishers viewed the terms of the custom photocopy service, through the Law Society selling the copies.
The judgment of the Court was unanimous and, as mentioned, was written by the Chief Justice.

Particularly in light of the perspective taken by the Chief Justice in co-authoring the majority patent judgment in Monsanto, just discussed, where the whole focus was on the rights of the patent holder, the key feature of the Chief Justice’s reasons for the unanimous Court in the Law Society case is the unequivocal assertions of users’ rights in copyright as balancing the copyright holder’s rights: “Canada’s Copyright Act sets out the rights and obligations of both copyright owners and users.”

Another import aspect of the judgment which increases the ambit of the user exceptions in copyright is the first clear statement that agency is permitted within the scope of the fair dealing exceptions.

Thus, despite the fact that the Court accepted the legal publishers’ contention that they held copyright interests in all the works involved in the case, the Law Society prevailed entirely in the result.

Indeed, although the Court decided that the enlarged exceptions for “libraries, archives and museums” had been legislated after the case began and therefore were not applicable to the case at bar, the unanimous Court went out of its way to point out that, in its view, the Great Library of the Law Society of Upper Canada was a library which would fall under the purview of those exceptions. Even so, held the Court, those exceptions were not necessary, in addition to the traditional exception of fair dealing, to give the Great Library the protection from copyright claims that it was seeking in respect of its activities.

The decision should have a profound effect upon the licensing arrangements which have been proliferating across Canada, particularly in the education sector.

Copyright - SOCAN v. Internet Service Providers
The second decision of the Supreme Court of Canada in copyright, rendered just about three weeks ago, is another decision in which the Court has continued its perspective that an exemption created in the Copyright Act “is not a loophole but an important element of the balance struck by the statutory copyright scheme.”
  The Court expressly found that the exception to the rights of the copyright holder at bar was not “an exemption from liability [which] should be read narrowly… Under the Copyright Act, the rights of the copyright owner and the limitations on those rights should be read together to give “the fair and balanced reading that befits remedial legislation.’”

The Court thus appears to be drawing a firm distinction between the interests it perceives as paramount in patent, where it appears that the Court would maintain that the public interest is served primarily through the laying open of the patent since the Court seems so focused on the rights of the patent holder after the patent is issued, and those in copyright, where, it seems, the balance between user rights and the rights of the rightsholders is to be actively investigated in every situation in which exemptions under the statute are claimed.

This SOCAN case, often referred to as the “Tariff 22 decision,” arises from an ongoing proceeding before the Copyright Board of Canada.  SOCAN applied to the Board for approval of a tariff (“Tariff 22”) to be applied to Internet Service Providers (ISPs) located in Canada because, SOCAN took the position that, in the absence of such a royalty arrangement with SOCAN, which administers both Canadian and foreign copyrights in music,
 the ISPs were violating the music copyright holders’ rights “to communicate the work to the public by telecommunication”
 and, either instead or as well, were violating the music copyright holders’ rights to “authorize any such acts.”
 The Internet Service Providers, on the other hand, took the position that they could not be subject to any such tariff because their activities were excepted from the rights of copyright holders, in works in music as in any other work, by the wording of s.2.4(1)(b) of the Copyright Act, as follows:


2.4(1) For the purposes of communication to the public by telecommunication, 

…

(b) a person whose only act in respect of the communication of a work or other subject matter to the public consists of providing the means of telecommunication necessary for another person to so communicate the work or other subject-matter does not communicate that work or other subject-matter to the public. 
In response to this challenge, the Board took the unusual step, which has been subsequently endorsed by the appellate courts, of splitting its proceedings into two parts, “Phase I” being a hearing to determine the question of liability, after which the Board issued the reasons which form the subject matter of this case.  As the Justice Evans of the Federal Court of Appeal, writing for himself and Justice Linden, explained, “Only those whose activities were found at the end of Phase I to infringe copyright would need to participate at Phase II, when the Board would determine which of them should be required to pay a royalty, on what basis the royalty should be calculated, and at what rate it should be set.” 

The Board issued its decision on Phase I at the end of October 1999. SOCAN applied to the Federal Court of Appeal for judicial review of decision of the Board.
  The respondents were various associations involved in the transmission of music, as well as individual broadcasters and telephone companies.
 Eventually, the Federal Court of Appeal decided that the ISPs did indeed fall within the exemption for common carriers and were not able to be subject to the tariff, except, in the majority’s opinion,
 in the instance where an ISP cached material on its own site.  A number of the respondents before the Federal Court of Appeal appealed to the Supreme Court,
 and were joined by interested interveners.
 SOCAN responded.

The Supreme Court of Canada, as a result of the appeal, has now remitted the matter back to the Board, ordering it to proceed to Phase II of its hearing in accordance with the reasons of the Court. Because of the decision of the Supreme Court, however, the scope of a Phase II before the Copyright Board would be very narrow because the effective applicability of Tariff 22 has been severely limited. 
The Supreme Court found that the exemption in s.2.4(1)(b) for common carriers, from the copyright holders rights to control telecommunication in s.3(1)(f), was meant to distinguish between those who use telecommunications to supply or obtain content (who would not be eligible for the exemption from the rights of the copyright holder)
 and those who facilitate electronic communications as intermediaries, who only provide “the means of communication necessary,”
 who do benefit from the exemption.  The Court agreed both with the Board and with Justice Sharlow, in the minority in the Federal Court of Appeal, and included those ISPs who cache as among those benefiting from the exemption because “necessary” includes those measures “reasonably useful and proper to achieve the benefits of enhanced economy and efficiency.”

The Court also extended its championing of user rights in the copyright environment, begun by Justice Binnie in 2002 in his judgment in Theberge v. Galerie d’Art du Petit Champlain Inc.,
 continued in the Law Society decision by Chief Justice McLachlin, discussed above, and now presented in a further context, again by Justice Binnie:
Section 2.4(1)(b) is not a loophole but an important element of the balance struck by the statutory copyright scheme.  It finds its roots, perhaps, in the defence of innocent dissemination sometimes available to bookstores, libraries, news vendors, and the like who, generally speaking, have no actual knowledge of an alleged libel, are aware of no circumstances to put them on notice to suspect a libel, and committed no negligence in failing to find out about the libel.

The Court also found that the copyright holders’ right to control authorization of acts connected to the rights of the rightsholders listed in s.3 of the Act
 was not infringed by the activities of ISPs.  The Court held that knowledge of the possibility that the means of communication they controlled could be used for infringing purposes was not, in the absence of actual knowledge of infringing activity, enough to construe the intermediary ISPs as having authorized the infringing activity:  
…when massive amounts of non-copyrighted material are accessible to the end user, it is not possible to impute to the Internet Service Provider, based solely on the provision of Internet facilities, an authority to download copyrighted material as opposed to non-copyrighted material.

In coming to this conclusion, the Court was cognizant of the impossibility of monitoring the vast content involved in internet transmission but did concede “that ‘authorization’ could be inferred in a proper case but all would depend upon the facts.”
 
After the Supreme Court of Canada heard the arguments in the Tariff 22 case,
 but before the Court’s decision was rendered, Justice Von Finckenstein of the Federal Court Trial Division delivered reasons in the case of BMG Canada Inc. v. John Doe.
  His decision was rendered in an interlocutory application brought by members of the recording industry seeking to use Rule 238 of the Federal Court Rules to get the court to compel certain ISPs to disclose the identities of 29 internet users whom these copyright holders claimed were infringing their copyrights.
  Justice Von Finckenstein declined to give the order sought, for a cascade of reasons:  the plaintiffs had not made out a prima facie case for either primary or secondary infringement;
 second, they had not presented sufficient evidence to link their alleged infringers to the individual subscribers known to the ISPs; third, that although the plaintiffs had established that the ISPs were not mere bystanders to the events involved in the action, they had not adequately established that the ISPs were the best source for the information sought; and finally, they had failed to rebut the strength of the policy concerns in favour of protecting the privacy of the individual subscribers to the ISPs.  
More specifically, Justice Von Finckenstein found, first, that the evidence did not sufficiently support the allegation that the alleged infringers were either distributing or authorizing the distribution of musical works (the works in which the plaintiffs before the court held copyright), particularly since Justice Von Finckenstein thought, in reliance on the Supreme Court of Canada’s decision in the Law Society case, discussed above, that the placement of sound recordings into shared folders accessible to other users was not a sufficiently positive act, in the way that advertising the availability of a song for distribution would be, to constitute infringement of the copyright holder’s right to distribution.
 In this respect, he pointed out that the Canadian Copyright Act contains a private copying regime for music which permits users to copy music for private use while at the same time imposing a tariff on the purchase of music storage devices (which tariffs are to be subsequently dispersed to the copyright holders of music) and therefore the subscribers to the ISPs were even more likely to be innocent of infringing activity with respect to music in their activities on the net because downloading a song for personal use does not amount to infringement in Canada.
 Second, he found the evidence produced did not establish a sufficient link between the identities of specific allegedly infringing individuals and the pseudonyms laid before the court by the copyright holders. Third he pointed out that the costs of obtaining this information from the ISPs, if the order were issued, would be prohibitive since the ISPs are not directly parties to the litigation. And, finally, he wrote that the privacy interests of ISP subscribers must be even more taken into account by the courts since the passage of the Personal Information Protection and Electronic Documents Act (PIPEDA)
 which has extended legal protections of personally identifiable data into the private sector in Canada for the first time.

Justice Von Finckenstein’s concerns about the relationship between personal data protection and copyright enforcement
 are also shared by Justice LeBel, who wrote a separate judgment in the Tariff 22 decision of the Supreme Court of Canada.  Justice LeBel concurred with the majority judgment in the Tariff 22 case, written by Justice Binnie, just discussed above, except with respect to the question about whether an Internet communication occurs within Canada.
   One of his concerns about using the “real and substantial connection” test which the majority of the Court endorsed as the means of determining whether an Internet communication occurs within Canada
 is that, in his view, the real and substantial connection approach “insofar as it looks at the retrieval practices of end users, encourages the monitoring of an individual’s surfing and downloading activities.”

Because of his privacy concerns and also because of his conclusion that Parliament did not intend the Copyright Act to have effect outside Canada,
 Justice LeBel accepts the Copyright Board of Canada’s initial approach to jurisdiction: that a communication occurs within Canada where is originates from a host server within Canada.
 His view on territoriality did not prevail with respect to Internet communication, but his perspective that “[i]nsofar as possible, this Court should adopt an interpretation of s.3(1)(f) that respects endusers’ privacy interests, and should eschew an interpretation that would encourage the monitoring or collection of personal data gleaned from Internet-related activity within the home”
is one which may well influence future interpretation in the courts, perhaps in the BMG v John Doe case since, about two weeks after the release of the Supreme Court of Canada’s decision in the Tariff 22 case, on Monday July 12, 2004, the Canadian Recording Industry Association [CRIA] filed an appeal in that case. 
  
The impact of this copyright litigation will, in its turn, affect, and be affected by, the outcome of current legislative initiatives in copyright.  For example, the Standing Committee on Heritage, in its recent Interim Report made the following recommendation regarding ISP liability:

The committee recommends that the Copyright Act be amended to provide that Internet service providers (ISPs) can be subject to liability for copyrighted material on their facilities.  The Committee notes, however, that ISPs should be exempt from liability if they act as true “intermediaries,” without actual or constructive knowledge of the transmitted content, and where they meet certain prescribed conditions.  ISPs should be required to comply with a “notice and takedown” scheme that is compliant with the Canadian Charter of Rights and Freedoms, with additional prescribed procedures to address other infringement.

Indeed, Justice Binnie, in his judgment in the Tariff 22 case, calls for just such a step, writing “[a] more effective remedy to address this potential issue [of someone using neutral technology to violate copyright] would be the enactment by Parliament of a statutory “notice and take down” procedure as has been done in the European Community and the United States.”

Conclusions

The three decisions of the Supreme Court of Canada in intellectual property matters this year provide continuing evidence that Canada is fashioning an intellectual property regime that takes an approach unique to the Canadian temperament and yet is intended to be compliant with Canada’s international obligations.
In the copyright area, Canada is increasingly relying upon an administrative regime to supplement and complement traditional copyright protection. It is an approach that is quite different from recent initiatives to shore up the reach of copyright which have been taken in the United States. Canada’s approach is distinctive, relying upon recognition of, and legal protection for, the collective administration of rights.  Canada has probably gone farthest in the world in this direction of enlisting administrative law to supplement the policy objectives of copyright. 

A central institution in these developments is the Copyright Board of Canada.  It describes its own mandate as follows:
The Board is an economic regulatory body empowered to establish, either mandatorily or at the request of an interested party, the royalties to be paid for the use of copyrighted works, when the administration of such copyright is entrusted to a collective-administration society. The Board also has the right to supervise agreements between users and licensing bodies and issues licences when the copyright owner cannot be located.

The Supreme Court of Canada, particularly in the recent Tariff 22 decision, has signaled its acceptance and approval of the role being played in Canada by the Copyright Board – and the Board itself is taking a leading role in organizing other similar administrative bodies worldwide.
The fact that Parliament, in the establishment and empowerment of the Board, and the Canadian courts, in endorsing it, appear to be providing support and encouragement to rightsholders through the establishment of an effective and efficient administrative apparatus is, however, only one aspect of these developments.  The Board is a quasi-judicial tribunal which has a clear vision of its responsibility to the public interest. As the Board itself clearly recognized in a recent Performance Report, this public interest includes having regard to the rights of users as well as copyright holders:
The Board must consider the underlying technologies (such as the Internet, digital radio, satellite communications), the economic issues and the interests of owners and users in order to contribute, with fair and equitable decisions, to the continued growth of this component of Canada's knowledge industries… The key objective of the Board is to set royalties which are fair and equitable to both copyright owners and users of copyright-protected works.

While it may well be recognized that this administrative Board has one ongoing role in respecting user interests under the copyright regime, in the context of the administration of the collective rights of rightsholders, the Supreme Court of Canada in the Law Society decision has also clearly signaled that there lies inherent within the notion of copyright itself another sphere of user rights which are exceptions to the rights of rightsholders – where licenses are not required and where uses are free to all at any time.

It is this aspect of the public interest inherent in copyright which the recent Heritage Committee appears to have utterly failed to recognize.   In important areas of its policy recommendations, it consistently recommended licensing as the solution to the tensions between copyright owners and users: for educational purposes
 and with respect to interlibrary loans.
  However, the fate of that Report, in the new political environment in Ottawa, is not yet known.
In considering the notion of the public interest in the context of patent, on the other hand, two differently composed Supreme Court panels, considering two different aspects of life form patenting within eighteen months, have focused upon different considerations.  What is consistent in these patent decisions is the evidence that the conversation in the Supreme Court of Canada concerning patent is not echoing the theme of the Supreme Court of Canada in copyright that there be an overt balancing of user and rightsholder interests within the framework of the legislation.
  
Thus, as Canada moves forward in intellectual property law and policy development this next year, with a new Parliament facing the challenge of a minority government and a new composition of Supreme Court, it is indeed a country at a crossroads.
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� [2004] 1 S.C.R. 339; 2004 SCC 13; [2004] S.C.J. No.12 – released March 4, 2004; hereinafter, the Law Society case.


� 2004 SCC 34; [2004] S.C.J. No. 29 – released May 21, 2004, with a corrigendum published by the Court June 29, 2004 (on minute matters of citation); hereinafter, the Schmeiser case.


� 2004 SCC 45; [2004] S.C.J. No.44 – released June 30, 2004; hereinafter, the Tariff 22 decision.


� Professor Myra Tawfik, Faculty of Law, University of Windsor, Ontario, Canada, is addressing trademark matters elsewhere on this program.


� BMG Canada Inc. v. John Doe, 2004 FC 488; [2004] F.C.J. No.525, is directly related to the Tariff 22 decision in copyright and there is a class action lawsuit currently wending its way through the courts of Saskatchewan, filed on behalf of organic farmers in the province, against Monsanto and Aventis, also known as Bayer Cropscience, Queen’s Bench Docket 1065-1999, which is directly related to the Schmeiser decision in patent. Several decisions on motions related to this class action have been handed down since May, 2002, and the class certification hearing in the action is currently scheduled to be heard on September 14th and 15th in Saskatoon, Saskatchewan.


� Harvard College v. Canada (Commissioner of Patents) [2002] 4 SCR 45, 2002 SCC 76; hereinafter, the Harvard Mouse case.


� Justice Louise Arbour left the court in late June of this year, having accepted the nomination from Secretary General Kofi Annan to become United Nations High Commissioner for Human Rights.  Now posted in Geneva, she has been active in that role since at least July 12th when she opened the 81st session of the Human Rights Committee.  Justice Frank Iacobucci also left the Court this June, looking forward to retirement. New appointments to the Court are expected this summer but have probably been delayed because of the recent federal election.


� Having worked in the late 1980’s on cases in the patent area, in particular, Justice Iacobucci was also later on the Federal Court, where he heard at least thirteen intellectual property cases and was Chief Justice for two years.


� Chief Justice McLachlin, for example, handled several important intellectual property cases during her sojourn on the Supreme Court of British Columbia, as well as acting as counsel on at least one reported case from the 1970s.  Justice Binnie practiced intellectual property litigation extensively, particularly in the patent area, while with the law firm of McCarthy Tetrault. Many of the other Justices have heard intellectual property cases while on their respective provincial court benches.  Of the two new judges who have come to the Court since the Harvard Mouse decision, Justice Deschamps, in particular, has experience in practice as counsel in the trademark area. 


� The process of copyright reform underway before the election is fully described in the recent House of Commons. Standing Committee on Canadian Heritage.  Interim Report on Copyright Reform.  Released May 2004.  Sarmite D. Bulte, M.P. (Liberal), Chair.  This report will be further discussed below. There had been some speculation that Ms. Bulte, who was re-elected, might be made Heritage Minister, but, as noted below, this has not happened.


� The final distribution of the 308 seats is: Liberals 135 seats, Conservatives 99, Bloc Quebecois 54 (all from the province of Quebec), and New Democratic Party 19.  Also elected was 1 independent member, from British Columbia. Since 155 seats are needed to dominate the House, this promises to be a very interesting, if short-lived, Parliament.


� On Monday, July 19, 2004.


� David Emerson is a newly elected Member of Parliament and formerly Chief Executive Officer of Canfor, British Columbia’s largest forestry company. It has been speculated in the Canadian press that he has been brought into cabinet, in part, to represent the interests of big business.


� Former minister Helene Scherrer lost her seat in the election. The new Minister, Liza Frulla, a former television host, was formerly Minister of Social Development and has been a Member of Parliament only since 2002.  Along with the Heritage file, Liza Frulla is also the Minister responsible for the Status of Women.  The commentators in the Canadian media view this variously, as a fast-track advancement or as an indication of de-emphasis on the Heritage portfolio.


� Formerly federal Minister of Health, Pierre Pettigrew replaces Bill Graham in this portfolio (Bill Graham, in turn, has now gone to Defense).


� The Tariff 22 decision.


� On Saturday, October 11, 2003 at the Fairmont Chateau Laurier in Ottawa.


� Who filed a joint factum and supported Monsanto’s position.


� Appointed August 5, 2003.


� Appointed August 7, 2002.  Although the Harvard Mouse decision was delivered after Justice Deschamps’ appointment, on December 5, 2002, argument was heard before she was appointed, on May 21, 2002, and she therefore did not participate in the judgment.


� Officially retired July 1, 2002, but, having heard the argument in Harvard Mouse prior to retirement, participated in the decision.


� Retired August 1, 2003.


� The Harvard Mouse decision was released December 5, 2002, the trial decision in Monsanto being reported in 2001 (2001), 202 FTR 78, 12 CPR(4th) 204, [2001]FCJNo.436, 2001FCT256, and the Federal Court of Appeal’s decision, reported at [2003] 2FC 165, (2002) 218 DLR(4th)31, 293NR340, 21 CPR(4th)1, [2002]FCJNo.1209 (QL), 2002FCA 309, affirming the trial decision, was actually delivered orally on November 14, 2002 (two weeks before the Supreme Court’s decision in Harvard Mouse).


� Recalling that this minority in the Schmeiser case had indeed, with the exception of Justice Arbour, been part of the majority in the Harvard Mouse decision. It may be recalled that Justice Arbour is in dissent in both cases.


� To use the language of s.42 of the Canadian Patent Act, R.S.C. 1985, c.P-4.


� In the context of the facts of the case, the judges concentrated on the use of a patented invention, rather than upon making, constructing or selling.  See Schmeiser, per McLachlin, C.J., and Fish, J., for the majority, at para. 27, and per Arbour, J., for the minority, at para.142.


� Schmeiser, per McLachlin, C.J., and Fish, J., for the majority, at para.86.


� It has long been recognized in Canadian patent jurisprudence that there can be an exceptions to the rights of the patent holders in respect of uses that are private or experimental (see s.55.2(6) of the Patent Act) and this approach of emphasizing the commercial nature of an alleged infringing use as prima facie evidence of infringement appears to reinforce this distinction.


� This aspect of the judgment is not in accordance with the trend in appellate judgments in the area.


� Schmeiser, per McLachlin, C.J., and Fish, J., for the majority, at para.106


� Schmeiser, per Arbour, J., for the minority, at para 138.


� Schmeiser, per Arbour, J., for the minority, at para 139.


� Schmeiser, per Arbour, J., for the minority, at para 152.


� Schmeiser, per Arbour, J., for the minority, at para.156.


� Schmeiser, per Arbour, J., for the minority, again at para.156, apparently alluding back to the majority judgment where, at Schmeiser, per McLachlin, C.J.,  and Fish, J., for the majority, para. 42, an example involving Lego blocks is given.


� S.C. 1990, c.20.


� Arbour, J., for the minority, in Schmeiser, at para 169, directly quoting from Justice Binnie’s majority judgment in Harvard Mouse, at para.61.


� Schmeiser, per McLachlin, C.J., and Fish, J., for the majority, para.71.


� See footnote 6, above, for full information on the case.


� Monsanto Canada Inc. v. Schmeiser, 12 C.P.R.(4th) 204, MacKay, J., at para.96 and para.126.


� At the time this action was commenced, the Canadian legal publishers had not joined the English-language print collective in Canada, then called CANCOPY and now called AccessCopyright.  All the legal publishers involved in the action had become members of AccessCopyright by the time the case came before the Supreme Court.  AccessCopyright was an intervener before the Court, as was the French language print collective, known as COPIBEC.  The other interveners in the same interest were the Canadian Publishers’ Council and the Association of Canadian Publishers.  The other intervener was the Federation of Law Societies of Canada..


� R.S.C. 1985, c.C-42.


� [2002] 2 FC451, 169 FTR1, 179DLR(4th)609,2CPR(4th)129,72CPR(2d)139,199FCJNo.1647(QL).


� [2002]4FC213,212DLR(4th)385,289NR1, 18CPR(4th)161m[2002]FCJNo.690(QL), 2002FCA187.


� Law Society, per McLachlin, C.J., para.11.


� Indeed, for example, the Centre for Intellectual Property Policy at the Faculty of Law, McGill University, is hosting a conference, which has its genesis in the Law Society case,  on “Canadian Copyright and the University” on Friday, November 19, 2004.


� Tariff 22 decision, per Binnie, J., para.89, in speaking of the particular exemption which was at bar, s.2.4(1)(b).


� Tariff 22 decision, per Binnie, J., para.88, quoting the unanimous decision of Court itself in the Law Society case, per McLachlin, C.J., at para. 48.


� The foreign copyrightholders are represented by SOCAN through reciprocal arrangements with counterpart collecting societies in other countries.


� A partial quotation from the Copyright Act, s.3(1)(f).


� The concluding words of the Copyright Act, s.3(1).


� Society of Composers, Authors and Music Publishers of Canada v. Canadian Association of Internet Providers, et al, [2002] 4 F.C.3; 215 D.L.R.(4th) 118; 290 N.R.131; 19 C.P.R. (4th) 289; [2002]F.C.J. No.691, 2002 FCA166 (Federal Court of Appeal),  para.23.


� SOCAN’s position was supported by the intervener Canadian Recording Industry Association and Neighbouring Rights Collective of Canada.


� The respondents were: the Canadian Association of Internet Providers, Canadian Cable Television Association, AT&T Canada Long Distance Services Company, MCI Communications Corporation, Bell/ExpressVu, Canadian Association of Broadcasters, Telus Communications Inc., Bell Canada, the Canadian Broadcasting Corporation, the Canadian Motion Picture Distributors Assocation, the Canadian Recording Industry Association, TimeWarner Inc, Aliant Inc., MTS Communications Inc. and Saskatchewan Telecommunications [emphasis indicates those who were also appellants to the Supreme Court of Canada].


� Justice Sharlow dissented from the majority just on this one point, agreeing with the Board that those who cache also fall within the exception. See Tariff 22, at para.39 and also Justice Sharlow himself in the Federal Court of Appeal decision, cited above in footnote 53, at para. 195-197.


� Although not all – only those listed in bold in footnote 55.


� The Internet Commerce Coalition, the European Telecommunications Network Operators’ Association, the European Internet Service Provider’s Association, the Australian Internet Industry Association, the Telecom Services Association and the U.S. Internet Industry Association.


� Joined by the Canadian Recording Industry Association (appearing here as an intervener rather than, as before the Federal Court of Appeal, as a respondent) and the International Federation of Phonogram Industry.


� Tariff 22 decision, per Binnie, J., para.102.


� S.2.4(1)(b) uses the phrase “the means of telecommunication necessary.” 


� Quoting from Tariff 22, per Binnie, J., at para.92:  the full discussion of the Court’s reasoning specifically with respect to caching is at para.113-119.


� [2002] 2 S.C.R. 336, 2002 SCC32, at para.32.


� Tariff 22 decision, per Binnie, J., para.89, authorities omitted.


� The exemption from the rights of the rightsholders stated in s.2.4(1)(b) does not include exemption from the rights of the rightsholder to control authorization set out in s.3(1).  Thus the ISPs could have been found to be violating the authorization rights of the rightsholders even though s.2.4(1)(b) was found to give the ISPs a defense against the claim that they were infringing the telecommunication rights of the rightsholders.


� Tariff 22, per Binnie, J., para.123.


� Tariff 22, per Binnie, J., para.128


� December 3, 2003


� Heard March 12 and 15, 2004 and released on March 31, 2004; [2004]FCJ No.525, 2004 FC488.


� Two public interest groups, the Canadian Internet Policy and Public Interest Clinic (CIPPIC), a new clinic established and operated from the Faculty of Law of the University of Ottawa, and Electronic Frontier Canada (EFC), were given intervener status (see para.6).


� S.27(2) of the Copyright Act provides 


It is an infringement of copyright for any person to 


sell or rent out,


distribute to such an extent as to affect prejudicially the owner of the copyright,


by way of trade distribute, expose or offer for sale or rental, or exhibit in public,


possess for the purpose of doing anything referred to in paragraphs (a) to (c), or


import into Canada for the purpose of doing anything referred to in paragraphs (a) or (c), 


a copy of a work, sound recording or fixation of a performer’s performance or of a communication signal that the person knows or should have known infringes copyright or would infringe copyright if it had been made in Canada by the person who made it.


This is a relatively new section of the Act, added in 1997.  Justice Von Finckenstein found that the knowledge element of this infringement was not made out by the plaintiffs on the evidence before him. (para.29).


� He analogized between the facts before him and the facts of the Law Society case in finding no meaningful difference between placing songs in a shared folder on a person’s networked computer and a library placing a photocopier in a room full of copyrighted material in order to facilitate the making of copies for private study or research by individuals.


� BMG v. John Doe, Von Finckenstin, J., at para.25, relying on the 2003-2004 Private Copying decision of the Copyright Board of Canada, rendered December12, 2003, at p.20. 


� S.C. 2000, c.5.


� See also, Margaret Ann Wilkinson, “The Copyright Regime and Personal Data Protection Legislation,” in Ysolde Gendreau (ed.) Copyright Administrative Institutions:  Conference Organized by the Centre de recherche en droit public (CRDP) of the Faculty of Law of the Universite de Montreal, 11&12 October 2001 (Cowansville, PQ: Les Editions Yvon Blais Inc., 2002): 77-100.


� Tariff 22 decision, LeBel, J., para.134.


� Tariff 22 decision, per Binnie, J., para. 76-78.


� Tariff 22 decision, LeBel, J., para.155.


� Tariff 22 decision, LeBel, J., para.144.


� Tariff 22 decision, LeBel,J., para.146.


� Tariff 22 decision, LeBel, J., para.153.


� Almost simultaneously, on Thursday, July 9, 2004, the Royal Canadian Mounted Police announced that, tipped off by the CRIA, they had confiscated, from an individual in Hamilton, whom they had apparently charged with five count of copyright infringement, an enormous cache of over 1,100 DVDs and 1,500 VHS tapes, “the most ever taken at one time,” bootlegged from music concerts and shows.  Globe & Mail, Friday, July 9, 2004, p.A1 and A10.


� Interim Report, cited above at footnote 11, Recommendation 3.


� Tariff 22 decision, per Binnie, J., para.127.


� Although Canada has signed the two WIPO treaties (WIPO Copyright Treaty, 1996, CRNR/DC/94, and WIPO Performances and Phonograms Treaty, 1996, CRNR/DC/95), it has yet to ratify them and there has been considerable concern about the extent to which Canada’s current approach to management of intellectual property interests complies with the obligations inherent in those two treaties.  For example, the Heritage Committee devoted the first substantive section of its report to the issue of the relationship between Canada’s private copying regime and the WIPP treaty requirements, concluding “that the private copying regime does not prevent Canada’s ratification of the WPPT.” (Interim Report, cited above in footnote 11, at p.4).


� http://www.cb-cda.gc.ca/aboutus/mandate-e.html


� Copyright Board Canada.  Performance Report for the period ending March 31, 2003.  � HYPERLINK "http://www.tbs-sct.gc.ca/rma/dpr/02-03/CB-CDA/CB-CDA03D-PR_e.asp?printable=True" ��http://www.tbs-sct.gc.ca/rma/dpr/02-03/CB-CDA/CB-CDA03D-PR_e.asp?printable=True�.  Section II: Departmental Context – Organization, Mandate and Strategic Outcomes.


�Interim Report, cited above at footnote 11, Recommendations 4, 5 and 6.


� Interim Report, cited above at footnote 11, Recommendation 7.


� The concept of public domain has attracted recently scholarly interest in Canada.  For example, Abraham Drassinower, Faculty of Law, University of Toronto, has presented on this topic in this program and also at a conference hosted by the Faculty of Law, University of Ottawa, in October, 2003, where I also presented on the same topic.  The papers from that conference have been published in the inaugural issue of the University of Ottawa Law and Technology Journal.  See Margaret Ann Wilkinson, “National Treatment, National Interest and the Public Domain,” (2003-4) 1 UOLTJ 23-49. 
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