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1. Introduction

The Administración Nacional de Patentes (ANP) was created by the patent law 24.481 to be the technical organism in charge of receiving invention and utility model patent applications, administer the formal and substantial exam and granting, if the requirements are met, patent rights. From now on, the ANP will be referred to as the Patent Office.

The Patent Office is part of the structure of the Instituto Nacional de Propiedad Industrial, which is also responsible for granting trademarks, models and industrial designs, and the registration of technology transference contracts. Although not a centralized organization, INPI operates within the Secretary of Industry of the Federal Government sphere of influence.

The Head of the Patent Office, who is called “Comisario”, their second, who is called “subcomisario”, and about forty examiners constitute the Patent Office staff.

It takes two years to train a new examiner since, despite their deep technical knowledge of their own area, only a few know what a patent is and how the system works. During these two years, the new examiners work under the supervision of an experienced examiner, who acts as their tutor. The trainees learn the tricks of the trade such as the study techniques of patent documents, strategies to find information in databases, administrative proceedings, etc. After two years of training, the examiner is ready to analyze by himself – without their tutor’s supervision – a patent application and to write the substantive examination report.

To sum up, fully training a Patent Office examiner takes at least two years, the use of experienced examiners to train the new ones – which results in a loss of many hours a year that these examiners could apply to administering substantive examinations - and financial resources.

The salaries paid to examiners by the Patent Office are about 50-75% of the average salary paid by the private sector (industrial property agents, patent departments of private companies, etc.) to employees with the same qualifications.

As a result of this Patent Office policy and of the lack of other incentives to keep the examiners in the organization, they tend to leave the organization to join the private sector after an average period of ten years, tempted by higher salaries, incentives and promotion opportunities.

Although by Law former Patent Office employees cannot join the private sector until a period of two (2) years has elapsed after their leaving the Patent Office, in practice, a great number of examiners join the private sector informally, thus failing to comply with the prohibition.

It is easily seen that, as a result of this situation, the Argentinean State is not only greatly investing in human and financial resources to train examiners but also subsidizing the private sector, which hires trained examiners without having to pay for their training.

At least five examiners in Biotechnology, Organic Chemistry and Pharmacy, and the Head of the Patent Office have or are about to quit their job at the Patent Office in the current year. On the other hand, the number of patent applications in this area has increased, thus making it advisable to hire new staff in order not to delay examination and granting proceedings.

2. The Argentinean State strategy to select new examiners

In an attempt to confront the serious problem that the Patent Office was facing, the Secretary of Industry drafted a three-point short-term plan, which aimed at: i) Finding candidates willing to become examiners;  ii) Selecting the best candidates and iii) Starting the training of these candidates prior to their joining the ranks of the Patent Office.

The Secretary of Industry requested the cooperation of the Schools of Law and of Pharmacy and Biochemistry (hereafter the School of Pharmacy) of the Universidad de Buenos Aires, which together with the Patent Office would work on a program to fulfill the aforementioned objectives.

The Schools of law and Pharmacy together with the INPI appointed representatives to coordinate the activities and to develop the following program:

1) To call to a free of charge postgraduate course in Patent Law, which was entitled ”Course in Principles and Practice for the Patent Examiner in Biotechnology, Organic Chemistry and Pharmacy” through and ad in the best-selling national newspaper in Argentina;

2) There would be a total of 20 vacancies for graduates in Chemistry, Biochemistry or Pharmacy;

3) The Secretary of Industry would supply the funds to cover organizational expenses and tuition;

4) This course would be taught as a postgraduate course at the School of Pharmacy and certificates would be issued by this School to those who passed the exam; 

5) Classes would be taught by professors from both the School of Law and Pharmacy, and by qualified Patent Office personnel;

6) New examiners would be selected by INPI from among those who passed the course and the personal interview;

7) The new examiners would sign a three-year contract for services with INPI.

3. Searching for candidates

The School of Pharmacy put an ad in the 20th June issue of Clarin, which is the best-selling national newspaper in Argentina, inviting graduates in Chemistry, Pharmacy and Biochemistry (in that order of priority) to sign up for the course in “Principles and Practice for the Patent Examiner in Biotechnology, Organic Chemistry and Pharmacy“.

The ad made it clear that the objective of the course was to select future Patent Office examiners from among the students who passed the final exam. It was also mentioned that the course was free of charge.

To be enrolled, candidates had to submit their résumés, a letter of recommendation, a note explaining the reasons why they wanted to be admitted and a copy of their graduate diplomas.

4. Selecting candidates

Enrollment for the course at the School of Pharmacy took place between 22nd June and 2nd July.  There were twenty-four candidates: eleven with a degree in Pharmacy, eight in Chemistry, four in Biochemistry and one in Biotechnology. 23% of them were university professors of Chemistry or Pharmacy.

The average age of the candidates was thirty-six, thirteen of whom were women and eleven men.

The enrollment finished, the Selection Committee, which was made up of representatives from INPI, the School of Law and the School of Pharmacy, met on 5th July 2004 to analyze the candidates’ background. It concluded that twenty-three (23) candidates met the requirements to be admitted.

Taking into account that the number of vacancies was practically the same as the number of aspirants, it was decided to admit the twenty-three candidates.

Regardless of this, ten of the twenty-three aspirants who were thought to have the broadest background and who claimed to be interested in becoming examiners were called to a personal interview aimed at getting to know their concerns and briefly explaining what the objectives of the course were, what the working conditions at IMPI were, salary range, etc. These interviews took place between the 6th and 8th of July.

5. Course syllabus 
The course was designed to provide an introduction to the workings of the Argentinean Patent system. It was intended to be 100 hours long with 75 hours of classes, twenty hours devoted to writing a final paper and five hours for the final written examination.

Students have to pass both the examination and the paper to pass the course.

The course will be taught on Mondays, Wednesdays and Fridays in August 2004 from 6 to 10 p.m. at Patent Office.

The contents of the course are as follows:

1) Foundations and economic functions of the patent system – 5 Hours

2) Argentinean Patent Law. History. General overview – 2 Hrs. 30 min.

3) Paris Convention: territoriality, priority – 2Hrs. 30 min.

4) The TRIPS agreement of the WTO – 5 Hrs.

5) The patenting of products, processes and uses. The pharmaceutical “second indication”. Methods of therapeutic and surgical treatment, methods of diagnosis (case studies) – 7 Hrs. 30 min.

6) The patenting of biological material. Difference between “invention” and discovery. Materials isolated from nature. Living subject matter and naturally occurring substances. The “genes” case – 5 Hrs.

7) Exclusions to patentability. (discoveries, scientific theories and mathematical methods; literary or artistic works or any other esthetic creation, as well as scientific works; plans, rules and methods for the exercise of intellectual activities, for games or for economic-commercial activities, as well as for computer programs. Ways of filing information – 2 Hrs. 30 min.

8) Patentability requirements. Industrial application, novelty, inventive activity (case studies) – 5 Hrs.

9) Description and summary. Contents of the Argentinean application, components of the description, drawings, summary, invention related to biological material, availability to the public, adequacy of the description, deposition, procedural aspects, inadmissible subject matter. (Some cases of general interest) – 5 Hrs

10) Claims. Form and content. Types of claims. Dependent and independent claims. Product-by-process claims, clarity and interpretation of claims, conciseness, number of claims, support in description, unity of invention.

11) Examination proceedings, formal and substantive examinations. Preliminary technical examination. Summary analysis.  International Patent Classification. (Res. 265/03), validity of the priority document, substantive examination (novelty test, record search and search report). Divisional applications. Additional applications. Third party observations. Patent granting. – 7 Hrs. 30min.

12) Case studies. Typology of chemical - pharmaceutical patenting. Selection patents, isomers, polymorphic forms, formulations. Innovative vs. generic drugs. Technological and ethical aspects – 10 Hrs.

13)  National and Foreign Patent Law. Jurisprudence.

14) Nullity and exhaustion of rights. Infringement of patent rights. Injunction – 5 Hrs.

15) Search procedure. Search in national files. Technological information, search in their own CD’s. On-line search. Data base – 2 Hrs. 30 min.

16)  Wording and interpreting scientific material.

6. Conclusions 

The Patent Office does not have and will not have, at least in the foreseeable future, sufficient funds to afford a pay rise to prevent more examiners from joining the private sector.

The Patent Office together with the Schools of Law and Pharmacy will teach a Postgraduate Course in Argentinean Patent Law in August 2004. New examiners will be selected from among those students who pass the exam, thus making it possible to fill the vacancies created by the examiners’ resignations.

This course will enable students to gain some knowledge of Patent Law and of the workings of the Argentinean Patent Office; it will also make it possible for the new examiners to have some theoretical knowledge of the subject prior to their joining the Patent Office.

It is a challenge for the professors, who work in different fields and who have different backgrounds, to achieve a certain degree of coherence in their teaching, to employ effective teaching methods and to use technical language to transmit their knowledge of the subject to students who were trained in different areas.

The experience gained from teaching the course and examining the students, and from the selection process will be very valuable. It will be possible to verify if the objectives were fulfilled and to identify problems which might come up during the implementation and development of the project. If it becomes necessary to teach this course again, the teaching staff will know what adjustments should be made in order to perfect it. 
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